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This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States and Mexico; 
for other countries, add FIFTY CENTS. 

A limited number of volumes for previous years can be furnished 
at the following prices: 


Digest, vols. 1-14, inc. (either binding) 
Digest, vols. 15-26, inc. (either binding) 
Add to the above prices two and one-half percent for each year 
elapsed since year of publication, except in the case of the Diaesr. 
Transportation extra. 
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WALGREEN DRUG STORES 





V. OBEAR-NESTER GLASS CO. 
WaLGREEN Drvue Srores, Inc., Appellant v. Opear-Nester Guass 
CoMPANY 
CorninG Grass Works, Appellants v. Oprar-Nester Giass Com- 


PANY 
United States Circuit Court of Appeals, Eighth Circuit 
St. Louis, Mo., August 29, 1940 


Wayne Ely, Esq., 

118 Olive Street, 

St. Louis, Mo. 

Dear Sir: In the above cases this court has today entered an 
order making certain corrections in the opinion of this court pursu- 
ant to the petition of appellants to modify the opinion, and the fol- 
lowing is an excerpt from the order: 

“ordered that the sentence, ‘This word has passed from the control 

of Corning and has been adopted by the public as a part of the 

English language,’ which begins in the middle of the eleventh line 

from the top of page 14 of the original typewritten opinion, and which 

appears on the twelfth page of the printed opinion, beginning with 
line eleven from the top of the page, be eliminated, and after the 
words, ‘chemicals or electricity, appearing in the nineteenth line 
from the top of page 14 of the original typewritten opinion and in the 
nineteenth line from the top of page 12 of the printed opinion, the 


following sentence be inserted, ‘We are not holding that the word has 
ceased to exist or lost its validity as Corning’s trade-mark.’ ” 


This court also entered an order in the above cases denying the 
petition of appellee for a rehearing. The mandates in these cases 
will be issued to the District Court on September 9. 

Yours truly, 
E. E. Kocu, Clerk, 
By Eveene C. Fisuer, 
Deputy Clerk. 

1 Note——In our September issue, at p. 477, we published the opinion of 
the United States Court of Appeals, Eighth Circuit, in the cases of Wal- 
green Drug Stores, Inc. v. Obear-Nester Glass Company, and Corning Glass 
Works v. Obear-Nester Glass Company. Through a regrettable error, the 
first, rather than the final version of the opinion was used. 


To correct the mistake we publish above a letter from the Clerk of the 
Court embodying the modification of the original opinion—Eb. 
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GROSJEAN, ET AL V. PantTHER-Panco Russer Co., Inc. 
United States Circuit Court of Appeals, First Circuit 
June 24, 1940 


TrapE-Mark INFRINGEMENT—NON-CONFLICTING Marks. 
The words “Gro Cord” written one above the other and “Raw Cord,” 
having over them the device of a piece of rope, held not to be confus- 


ingly similar to the word “Pancord,” all marks being used on soles and 
heels. 


Unrair Competirion—AbDvERTISING—“CorpD-ON-END.” 

Where, after plaintiffs had adopted the phrase “Cord-on-end”’ in 
advertising their soles and heels, the use by defendant of the same term 
stamped on its soles, held not to be unfair competition, inasmuch as 
the term “Cord-on-end” is descriptive and there was no evidence that 
it had acquired a secondary meaning as distinguishing exclusively plain- 
tiff’s product. Moreover, there was no evidence to show that defendant 


had used any feature in its advertising for the purpose of deceiving the 


public. 


In equity. Action for patent and trade-mark infringement and 
unfair competition. Appeal from the United States District Court, 


District of Massachusetts, dismissing the complaint. Affirmed. 


Albert L. Ely, of Akron, Ohio, and Robert L. Thompson and 
Roberts, Cushman and Woodberry, both of Boston, Mass., 
for appellants. 


Melvin R. Jenny, Burton W. Cary and Fish, Hildreth, Cary & 


Jenney, all of Boston, Mass., for appellee. 


Before MaGruper and Manoney, Circuit Judges, and Forp, 
District Judge. 


Forp, D. J.: This is an appeal from a decree of the District 
Court dismissing a bill of complaint after holding invalid patents 
issued to the plaintiff, James E. Grosjean, and denying claims con- 
tained in the bill for infringement of United States Trade-Mark 
Registration Nos. 149,142 (December 6, 1921), 285,219 (July 21, 


1931) and unfair competition.*. . . 


* Note.—The portion of the opinion relating to patent infringement is 
here omitted.—Eb. 


Nias ances DIE 





GROSJEAN V. PANTHER-PANCO RUBBER CO., INC. 


The Trade-Marks 


The court below in considering the alleged infringement of 
trade-marks numbered 149,142 and 285,219 found as a fact that on 
December 6, 1921, the Lima Company, registered as its trade-mark 
the words, “Gro 

Cord,” the letters “Gro” appearing above the letters 
“Cord.” The letters are shown in block capitals, made to simulate 
cord or twine. The words are flanked by two arrows bent to a semi- 
circle. This is Registration No. 149,142. ‘In the same registration 
it is stated: “‘no claim being made to the exclusive right to the use 
of the word ‘Cord’ apart from the mark shown in the drawing.” 

On July 21, 1931, the Lima Company received registration of 
another trade-mark, numbered 285,219. It consists in part of the 
words “Raw Cord by Gro Cord.” The words, “Raw Cord” are in 
large capitals and over them is represented a piece of rope or twine. 
Underneath the words, “Raw Cord” appears just the word “By,” 
and underneath that, the words, “Gro 

Cord” flanked by two arrows bent 
in a semi-circle as in the corporate plaintiff's earlier trade-mark. 
Again it is stated: “no claim being made to the exclusive right to the 
use of the words, ‘Raw Cord’ and/or the word ‘Cord’ apart from the 
mark shown in the drawing.” 

On December 5, 1922, the defendant registered as its trade- 
mark, ‘‘Pancord”’ appearing in large capitals. It uses on its product 
the same word in script. 

These findings of fact were fully justified by the evidence. It 
further appears from the evidence that the defendant divided the 
word, ““Pancord” so that, in its advertisements and on its products, 
the word appeared as “Pan Cord.” It is the contention of the Lima 
Company that “it has utilized the name ‘Raw Cord’ for soles and 
heels made by the patented process and it asserts that the utilization 
of script and the division of the defendant’s trade-mark ‘Pancord’ 
into ‘Pan’ and ‘Cord’ were clever ruses by which the word ‘Pan’ 


could easily be mistaken for ‘Raw.’ ” 
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The lower court found that “the matter surrounding the cor 
porate plaintiff's trade-mark and that of the defendant resemble each 
other not at all, and in view of the express disclaimers heretofore 
recited, no infringement appears.” (Cf. Hutchinson, Pierce & Co. 
v. Loewy, 163 Fed. 42.) We agree that the facts, which were prop- 
erly found, admit of no other conclusion than that there was no 
technical trade-mark infringement by the defendant. The evidence 
concerning some confusion with respect to the above products of 
the Lima Company and the defendant, which is discussed a little 
more in detail below, could easily be attributed to the presence of 
the word “cord” in both trade-marks, and as to the use of which, 


apart from the mark shown in the drawing, a disclaimer had been 


filed. 
Unfair Competition 


The plaintiffs charge that the defendant sought to pass off its 
goods as those of the Lima Company and deceived many who were 
best equipped to recognize differences in the goods. In addition to 
its contention that it did this by infringing its trade-marks, which 
has been previously discussed, the Lima Company contends it had 
used the “catchy” phrase “‘cord-on-end” in its advertising to desig- 
nate its entire line and that this term was the principal feature to 
which attention was directed in representing its product to the 
public. The Lima Company used this term in its advertising for 
about seven years before the defendant commenced commercial 
production in the year 1936. The Lima Company further con- 
tended that “cord-on-end” acquired a secondary meaning identify- 
ing soles and heels with the Lima Company. The defendant’s prod- 
uct is also described in its advertising as a ‘“‘cord-on-end” product 
and this term is also stamped on the soles produced by it. The 
plaintiffs introduced evidence of several instances of confusion on 
the part of the trade between Lima Company’s product and that of 
the defendant. 

It is clear that “cord-on-end” is purely descriptive of the struc- 
ture of the sole put out by both the Lima Company and the de- 
fendant. The Lima Company did not have any trade-mark on 


ee eee 
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‘cord-on-end.” The term applies equally to the product of the 
1919 expired Grosjean patent discussed above. The following lan- 
guage used by the court in the case of Kellogg Co. v. National Bis- 
cuit Co., 805 U. S. 111, 118 [28 T.-M. Rep. 569], is applicable 
here: “Since during the life of the patents ‘Shredded Wheat’ was 
the general designation of the patented product, there passed to the 
public upon the expiration of the patent, not only the right to make 
the article as it was made during the patent period, but also the 
right to apply thereto the name by which it became known... . 
‘there must also necessarily pass to the public the generic designa- 
tion of the thing which has arisen during the monopoly.’ ” (Singer 
Mfg. Co. v. June Mfg. Co., 163 U. S. 169, 185.) 

The Lima Company’s contention that the term “cord-on-end” 
has acquired a secondary meaning and it has come to mean its prod- 
uct is without merit. The court in the Kellogg case (p. 118) said 
that in order to establish a secondary meaning of such a term as 
“cord-on-end” it must be shown “that the primary significance of 
the term in the minds of the consuming public is not the product but 
the producer.” The conclusion warranted from the evidence here 
is that the term “cord-on-end”’ is associated with soles and heels 
rather than with any one producer. Both products were similar in 
appearance. The evidence of the advertising of the Lima Com- 
pany and the testimony of the single shoe dealer, Hanlon, did not 
necessitate a finding that the primary significance of the term “‘cord- 
on-end” is the Lima Company. The plaintiffs failed to present 
sufficient evidence in this direction to sustain the burden imposed 
upon them. 

The only obligation the defendant had here was that pointed out 
in the Kellogg case (p. 119), to identify its own product lest it be 
mistaken for that of the Lima Company. That obligation we think 
the defendant has fulfilled. There was no evidence the defendant 
used any marking in its advertising for the purpose of deceiving 
the public nor was there any mark or advertising that would cause 
any real or substantial confusion between the products. To be sure, 


there was some confusion, in sporadic cases, but this could not be 
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associated with any deceitful advertising or any failure on the de- 
fendant’s part to identify its product as its own. There is no assur- 
ance of any sort that this same confusion on which the Lima Com- 
pany relies would not exist even if the defendant did not use the 
term “cord-on-end.” The products of both are similar in appearance 
and some confusion is bound to arise due to inattention or other 
‘auses not connected with any culpable conduct of the defendant. 
In our opinion the defendant has used all reasonable means to pre- 
vent what little confusion the evidence shows existed. Armstrong 
Paint § Varnish Works v. Nu-Enamel Corp., et al., 305 U.S. 315 
[29 T.-M. Rep. 3], cited by the appellants, is not applicable to the 
facts in the present case. That case points out (p. 820 [p. 404 
U.S. P. Q.]): 

Defendant admitted “that the name ‘Nu-Enamel’ has come to mean and 
is understood to mean, throughout the United States, ... . the plaintiff 
and the plaintiff’s product only... .” 

Further, the court there found that the evidence justified that 
concession. That is not the case here. Also, in that case the term 
“Nu-Enamel” was held to be a valid registered trade-mark. The 
court in the Kellogg case (p. 122), stated: 

Kellogg Company is undoubtedly sharing in the good-will of the article 
known as “Shredded Wheat”; and thus is sharing in a market which was 
created by the skill and judgment of plaintiff's predecessor and has been 
widely extended by vast expenditures in advertising persistently made. 
But that is not unfair. Sharing in the good-will of an article unprotected 
by patent or trade-mark is the exercise of a right possessed by all—and in 
the free exercise of which the consuming public is deeply interested. 

This language seems peculiarly applicable to the situation 
presented by the facts in the present case. Cases involving the 
charge of unfair competition must be determined by a study of the 
facts presented in each case and after review of the facts here, we 
agree with the conclusion of the District Court that the plaintiffs are 
entitled to no relief based on the charge of unfair competition. 

The decree of the District Court is affirmed, with costs to the 
appellee. 
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Jones v. Repusiic Propvuctions, INc., ET AL. 
United States Circuit Court of Appeals, Ninth Circuit 
June 18, 1940 


Unram Comretirion—Use or Simmar Tirte—“THe Lone RANGER” oN 
Morton Picrures—J URISDICTION. 

Action by plaintiff, a resident of California, after suing in the state 

court to enjoin defendants, one a New York corporation and the other 

a California corporation, from producing and exhibiting a certain motion 

picture, was, on petition of New York corporation, removed to the 

federal court on the ground that petitioner was producing the picture 

and that, as the California corporation was engaged solely in distribu- 

tion, a separate controversy existed between petitioner and _ plaintiff. 
Suit ordered removed to state court for settlement. 

In equity. Appeal from the District Court, Southern District 

of California. Action for unfair competition. From a judgement 


of dismissal, plaintiff appeals. Reversed. 


Sherman & Sherman, Austin Sherman, Glenn M. Still and W. B. 
Thomas, all of Los Angeles, Calif., for appellant. 

Norman Newmakr, and Donald W. Hamblin (Loeb & Loeb and 
Flint & Mackay, of counsel), all of Los Angeles, Calif., for 
appellees. 


Before GarrecHt, Haney and STEPHENS, Circuit Judges. 


Haney, C. J.: We are asked to review a judgment of dismissal 
on the merits of a suit brought by appellant to enjoin appellees from 
manufacturing, producing, selling or exhibiting a motion picture 
serial, and to recover damages. 

Appellant brought this suit in a state court of California. It 
was based on the theory that appellees were producing and exhibiting 
a motion picture serial entitled ““The Lone Ranger” in which appel- 
lees were pirating well-known actions, features and mannerisms of 
appellant, and his horse “Silver.” In view of our conclusions it is 
unnecessary to state the allegations regarding the pirating. Appel- 
lant alleged that appellees “have and now are producing” the motion 
picture serial ; that appellees “and each and all of them, have planned 
and conspired together to sell and exhibit throughout the world said 


motion picture serial known as “The Lone Ranger’ as an imitation 
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of and with the idea of leading the public to believe that said pro- 
duction is a production of plaintiff and his horse ‘Silver.’ ...” It 
was further alleged that appellees “and each of them, plan and in- 
tend to and will unless restrained by this court, continue their said 
false and fraudulent scheme and plan, and will cause said motion pic- 
ture .... to be exhibited and displayed in the manner and style in 
which it is now being produced and exhibited... .’ There were 
other allegations of the same tenor. 

Appellee, Republic Productions, Inc., is a New York corpora- 
tion, and Republic Pictures Corporation is a California corporation. 
Upon the petition of the New York corporation, the cause was re- 
moved to the court below. Such petition alleged that the New York 
corporation had been and was then engaging in the production of 
motion pictures, and had been and was then producing the serial in 
question; that the California corporation was engaged solely in the 
distribution of motion pictures to theatres and was not and had not 
been engaged in producing such pictures; that the California cor- 
poration did not have any connection with the New York corpora- 
tion “‘of any kind or nature” except that the former was distributing 
the serial in question to certain theatres; and that because of such 
facts, a separable controversy existed between appellant and the 
New York corporation. 

Appellant moved to remand the cause to the state court. The 
court denied the motion, apparently concluding that since the New 
York corporation was engaged in production only, the controversy 
between it and appellant was separable. At the conclusion of appel- 
lant’s evidence, appellees moved for a dismissal on the merits, on 
the ground that appellant’s evidence disclosed no right to relief. 
The court below granted the motion, dismissed the suit, hence this 
appeal. 

The first question presented arises from appellant’s contention 
that the motion to remand the cause to the state court was errone- 
ously denied. 

The basis for a suit of this character finds support in the law of 
California. In Chaplin v. Amador, 98 Cal. App. 358, 362, 269 P. 
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544 [16 T.-M. Rep. 21], Charlie Chaplin brought suit to restrain 
the defendants in the suit from exhibiting a picture in which Amador 
imitated Chaplin’s distinct mannerisms and was billed as “Charlie 
Aplin.” In preventing such a fraudulent effort, the court said: 


.... The case of plaintiff does not depend on his right to the exclusive 
use of the réle, garb and mannerisms, etc.; it is based upon fraud and de- 
ception. The right of action in such a case arises from the fraudulent pur- 
pose and conduct of appellant and injury caused to the plaintiff thereby, 
and the deception to the public, and it exists independently of the law regu- 
lating trade-marks, or of the ownership of such trade-marks or trade- 
names by plaintiff. It is plaintiffs right to be protected against those who 
would injure him by fraudulent means; that is, by counterfeiting his réle— 
or, in other words, plaintiff has the right to be protected against “unfair 
competition in business.” 

With such statement in mind the immediate question is not hard 
to solve. 

The complaint charges that appellees were producing the serial 
in question, but the production is only one step in the entire plan. 
The thing complained of is the sale and exhibit of the serial. The 
mere production, while necessary before the serial could be exhibited, 
is not the basis of the suit. The real foundation of the suit is that 
appellees conspired to sell and exhibit the picture, thus committing 
a fraud on appellant and the public because, as is alleged, appellees 
were attempting to lead the public to believe that the character “The 
Lone Ranger” and his horse “Silver” were the appellant and his 
horse, or in other words, because of the well-known mannerisms 
of appellant and his horse, the imitation thereof by appellees in the 
serial, would lead the public to believe that the characters were in 
fact the appellant and his horse. Appellant is not complaining of 
the production alone, for if not sold and exhibited to the public, of 
course, the public could not be deceived. 

As thus construed, it is easily seen that appellees were alleged to 
be joint tort-feasors. In this connection, it has long been the rule, 
as stated in Louisville, etc., Railroad Co. v. Ide, 114 U. S. 52, 56: 


A defendant has no right to say that an action shall be several which 
a plaintiff elects to make joint .... A separate defense may defeat a 
joint recovery, but it cannot deprive a plaintiff of his right to prosecute his 
own suit to final determination in his own way. The cause of action is the 
subject matter of the controversy, and that is for all the purposes of the 
suit whatever the plaintiff declares it to be in his pleadings. . . . 
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As a joint cause of action was alleged, appellees could not re 
move the cause to the court below, since appellant and appellee 
Republic Pictures Corporation were residents of the same state, 
unless the contention of appellees, next discussed, is sound. 

Appellees contend that the petition for removal states facts 
showing that appellees were fraudulently joined to defeat federal 
jurisdiction. While it is true that such a fraudulent joinder will not 
prevent removal (Pullman Co. v. Jenkins, 305 U.S. 534, 541), the 
question here is whether facts showing such a fraudulent joinder 
have been stated in the petition for removal. 

All the petition states is that the New York corporation was 
producing the serial, and that the California corporation was en- 
gaged solely in distributing pictures produced by the New York 
corporation. Manifestly such allegations do not show a fraudulent 
joinder. The fact that the New York corporation produced the pic- 
ture does not show that it was not a party to the conspiracy to sell 
and exhibit the picture. It is in much the same position as a con- 
spiracy to rob a bank. In such case where one of the conspirators 
merely operates a “get-away” car, he is nevertheless a member of 
the conspiracy, notwithstanding the fact that he did not actually 
take the money from the bank. In the instant case, it was neces- 
sary to produce the picture before it could be sold or exhibited. The 
production was merely a step in the accomplishment of the con- 
spiracy, and the fact that only the New York corporation produced 
the picture, does not show that it did not conspire to exhibit such 
picture. Thus, the petition wholly fails to show a fraudulent joinder 
of parties, and the cause should have been remanded to the state 
court. 

The judgment is reversed, and the cause is remanded to the 


court below, with directions to remand the cause to the state court. 
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Sunp, doing business as Dons Bracu-ComBer Care v. BEACcH- 


COMBER RESTAURANT, INC., ET AL. 
United States District Court, Southern District of New York 
July 8, 1940 


Unrarr Competitrion—Use or SrmiLar Trape-NAME. 

Plaintiff, operating a restaurant in Los Angeles under the names 
“The Beachcomber” and “Don’s Beachcomber Cafe” held not entitled 
to enjoin defendants in the use of the name “Monte Proser’s Beach- 
comber Restaurant” on their restaurant in New York City, and from 
copying recipes, names of foods, etc., inasmuch as there was no direct 
competition between the parties, and plaintiff's testimony was not suffi- 
cient to establish deliberate intent on the part of defendants to compete 
unfairly with plaintiff. 

Unrarr ComPetTITION—PRELIMINARY INJUNCTION—WHEN GRANTED. 

A preliminary injunction should be granted in the case of unfair 
competition only in the sound discretion of the court. 

In equity. Action for unfair competition. On plaintiff's appli- 


cation for a preliminary injunction. Application denied. 


Irving L. Levy, of New York City and Vincent A. Marco, of 
Los Angeles, Calif., for plaintiff. 
Klein & Weinberger, both of New York City, for defendants. 


Concer, D. J.: This is an application for a preliminary injunc- 
tion enjoining the defendants from operating a restaurant under the 
name of “Beachcomber”; from representing that they are connected 
with plaintiff or are authorized by plaintiff to conduct a restaurant 
under the name “Beachcomber”; from disclosing the recipes, 
formulae or method of preparation of various foods and beverages; 
from selling or offering to sell any foods or beverages involving the 
use of formulae and recipes, or using the names of foods and bever- 
ages allegedly originated and conceived by plaintiff and her pre- 
decessor. 

Plaintiff alleges that in February, 1934, one Don Gantt opened 
a cafe and restaurant serving Chinese foods and tropical drinks in 
Los Angeles, Calif., and known as “Don’s Beachcomber Cafe,” and 
on July 5, 1935, Gantt assigned and transferred this restaurant and 
business, including the names “Don’s Beachcomber Cafe” and “The 


Beachcomber,” and the exclusive right to the use of the same, to the 
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plaintiff who has been operating it ever since under the aforesaid 
names. 

Defendant, Beachcomber Restaurant Inc., in December, 1939, 
opened a restaurant and night club in New York City known as 
“Monte Proser’s Beachcomber Restaurant,’ which, in many ways, 
resembled plaintiff's Los Angeles restaurant. The menus, drink 
lists, names and decorations are strikingly similar. 

Plaintiff claims that this New York restaurant of defendant is 
in unfair competition with her Los Angeles and Chicago restaurants 
(which latter restaurant opened after defendant’s place), and that 
the defendant Monte Proser intentionally and deliberately simulated 
the business methods of plaintiff. 

The plaintiff claims originality in conception of the foods and 
beverages which she serves, but the defendant has pointed out that 
the same foods, with the same titles have been and are being served 
in various Chinese restaurants throughout the country, and that there 
is great probability that these names and recipes are in the public 
domain. This question of originality or priority of use is a serious 
question of fact which cannot be decided on affidavits, but must 
await the trial of the action. 

Plaintiff charges that by defendant’s use of the name “Beach- 
comber,” it has deceived or confused the general public in believing 
that the New York restaurant was a branch of plaintiff’s California 
restaurant. Plaintiff’s affidavits in this respect are not too strong, 
and do not sufficiently establish the fact that there is such a sec- 
ondary meaning of the word in the minds of the general public, so 
that the public is being confused in the two restaurants. As a mat- 
ter of fact, the New York restaurant is known as “Monte Proser’s 
Beachcomber Restaurant’”’; all the menus, drink lists and other litera- 
ture of the New York restaurant bear the name “Monte Proser’s 
Beachcomber.” There is apparently little, if any, competition be- 
tween the two restaurants, one in New York, the other in Los 
Angeles. 

The plaintiff charges that the defendant induced plaintiff's em- 


ployees to enter the employ of the defendant, and induced them to 
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divulge plaintiff’s secrets in recipes, ete. This charge, however, has 
been met by defendant in affidavits by the various employees, who 
say that a few were discharged by plaintiff, a few voluntarily left 
the plaintiff, and others had left plaintiff before the defendant 
started in business. Thus this question must remain, also, for 
proof at the trial. 

From what is before me, I cannot say that this is a case of un- 
fair competition, or that the defendants intentionally appropriated 
the plaintiff’s name, manner and method of doing business and 
adopted it as their own, since there is put in serious and substantial 
dispute, by the affidavits of the defendants, the question of prior use 
of the name, menus, and drink lists, ete., and since, from the papers 
before me, I think there is a serious issue on the question whether 
the name “Beachcomber” has acquired any secondary meaning. 

Further, the granting of this injunction would be productive of 
irreparable injury to the defendants (See Ward Baking Co. v. Oak 
Park, 282 Fed. 202) [12 T.-M. Rep. 163]; forcing the defendant 
in New York to close, with the resultant loss of business and em- 
ployment, while the injunction would not enure to the benefit of the 
plaintiff, since the plaintiff is not engaged in business in New York 
at this time in competition with the defendants. 

If the plaintiff had shown some use in the disputed territory of 
New York, or if the name “Beachcomber” had acquired a secondary 
meaning in this territory so that there was an actual competition 
between the parties, then another element would be present which 
might decide the question differently. Thus, in the cases of Sweet 
Sixteen Co. v. Sweet 16 Co. (15 F. [2d] 920) [17 T.-M. Rep. 71]; 
United Drug Co. v. Rectanus (248 U. S. 96, 101) [9 T.-M. Rep. 1]; 
and Plough, Inc. v. Intercity Oil Co. (26 F. Supp. 978) an injunc- 
tion was granted, since it was established that the plaintiff was con- 
ducting business in the disputed territory where the defendant was 
located; or as in R. H. Macy v. Colorado Clothing Mfg. Co. (68 
F, [2d]) 690 [24 T.-M. Rep. 43], where plaintiff's name had ac- 


quired a secondary meaning in the whole of the country. 
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As was pointed out in United Drug Co. v. Rectanus (supra, at 
p. 98): 

It results that the adoption of a trade-mark does not, at least, in the 
absence of some valid legislation enacted for the purpose, project the right 
of protection in advance of the extension of the trade, or operate as a claim 
of territorial rights over areas into which it thereafter may be deemed de- 
sirable to extend the trade ....—.... but where two parties independently 
are employing the same mark upon goods of,the same class, but in separate 
markets wholly remote the one from the other, the question of prior appro- 
priation is legally insignificant, unless at least it appear that the second 
adopter has selected the mark with some design inimical to the interests 
of the first user, such as to take the benefit of the reputation of his goods, 
to forestall the extension of his trade, or the like. 

I believe this same line of reasoning applies to the case at bar, 
although there is here the charge of the intentional simulation of 
the business methods by the defendant. Yet defendants, in their 
affidavits, strongly deny this, so that here again is a question of fact 
regarding a most material element of the case, which question of 
fact cannot be decided on affidavits. 

It is well settled that preliminary injunctions will not be granted 
unless the papers present a clear case. (Star Co. v. Clover Publish- 
ing House, 141 Fed. 129; Benjamin Moore & Co. v. Auwell, 158 
Fed. 462.) In examining the proofs submitted, in the light of rea- 
sonable probability, I cannot see the need of the preliminary in- 
junction, nor plaintiff's right to it. 

I do not intend by this opinion to express my feelings as to the 
merits of either party’s case, but I just wish to point out that plain- 
tiff has not established the necessity to the injunction. From the 
papers before me, I cannot grant, in all justice, the injunction, as 
the benefit that would be gained by the plaintiff would not over- 
come the irreparable injury that would be done to the defendants 
in case the court, on the trial of the issues, failed to sustain the 
plaintiff's contention. 

Whether the preliminary injunction should be granted in a situa- 
tion of this nature rests in the sound discretion of the court. (Mec- 
cano, Ltd. v. John Wanamaker, N. Y., 253 U. S. 136) [10 T.-M. 
Rep. 312.] 

The burden of proof rests on the plaintiff and she must estab- 
lish a prima facie case free from reasonable doubt. There are sub- 
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stantial questions of fact raised by the answering affidavits of de- 
fendant. For this and the reasons above stated, the application 


for a preliminary injunction must be denied. Settle order on notice. 


INTERNATIONAL ALLIED PRINTING TRADES ASSOCIATION, ET AL. V. 


Tue Master Printers Union or New JERSEY 
United States District Court, District of New Jersey 
August 3, 1940 


Trape-MArk—INFRINGEMENT—SUITS—J URISDICTION. 

In actions for infringement of a registered mark, federal courts are 
given jurisdiction irrespective of diversity of citizenship or the amount 
involved, but such jurisdiction is dependant upon proof of actual or 
threatened use of the mark in interstate commerce. 

TrapE-MArk INFRINGEMENT—StTatE Sratutes, New JERsEY—P armies. 

Under the New Jersey statute an incorporated labor association has 
the right to sue in its name, but in a trade-mark infringement suit, where 
the court’s jurisdiction depends on diversity of citizenship, the individual 
members must appear. 

Unratir Competirion—Use or Srmitar Trape-Name—Svuirs—Res Apsupt- 
CATA. 

In a suit in a state court between a branch of an international labor 
union and defendant, in which it was held that defendant did not in- 
fringe the local’s trade-mark, held that such decision was res adjudi- 
cata in a suit between international union and defendant charging in- 
fringement of an identical mark. 


In equity. Action for trade-mark infringement and unfair com- 


petition. Complaint dismissed as to International Allied Printing 


| Trades Association, but not as to other plaintiff. 


Meyer M. Semel, of Newark, N. J., for complainants. 


Morris G. Fredman, of Jersey City, N. J., for defendant. 


Waker, D. J.: This matter comes before the court, without a 

jury, and the following are the facts found specially.’ 
1. International Allied Printing Trades Association (hereinafter 
called ‘“Allied’’), is a voluntary unincorporated association or union 
of working men (printers), consisting of more than seven members, 
composed of the International Typographical Union of North 
America, the International Printing Pressmen and Assistants’ Union, 


1 Rule 52. 





Federal Rules of Civil Procedure. 
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the International Brotherhood of Bookbinders, the International 
Stereotypers and Electrotypers’ Union, and the International Photo- 
Engravers’ Union, with headquarters and principal office in the City 
of Indianapolis, County of Marion and State of Indiana. 

2. International Typographical Union (hereinafter called 
“Typographical” ), is a voluntary association and a trade union com- 
posed of working men (printers), commonly known as “Typo- 
graphers,” consisting of more than seven members, with its head- 
quarters and principal office in the City of Indianapolis, County of 
Marion and State of Indiana. 

3. Allied and Typographical state they bring this action by 
Printers League of New Jersey, also known as Union Printers 
League of New Jersey,” (hereinafter called “Printers’’), an unin- 
corporated voluntary association or trade union made up of union 
working men (printers), residing in the State of New Jersey and 
State of New York, as Attorney in Fact; however, they are the 
real parties in interest and the action is for them and by them. 

4. Allied is composed of a Board of Officers, consisting of a 
president, vice-president, secretary, treasurer and an executive 
council, and all of said officers and members of the executive council 
are citizens and residents of states other than New Jersey. 

5. Typographical is composed of a Board of Officers, consisting 
of a president, vice-president, secretary, treasurer and an executive 
council, and all of said officers and members of the executive coun- 
cil are citizens and residents of states other than New Jersey. 

6. Some of the members of Allied and Typographical are citizens 
of the State of New Jersey. 

7. On September 26, 1939, the United States Patent Office reg- 
istered Allied’s label as a trade-mark under No. 371428, for use on 
certain goods in Class 37 (paper and stationery). 

7A. On January 16, 1914, Allied filed in the office of the Secre- 
tary of the State of New Jersey, its application for the registration 
of its label under the laws of New Jersey. 


2 The amended bill of complaint gives the common name as Union Print- 
ers League of New Jersey, while the powers of attorney by Allied and 
Typographical give the common name as Printers League of New Jersey. 
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8. On September 28, 1939, the United States Patent Office reg- 
istered Typographical’s label as a trade-mark under No. 371429, 
for use on certain goods in Class 37 (paper and stationery). 

9. The defendant, Master Printers Union of New Jersey (here- 


”? 


inafter referred to as “Masters’’), is a corporation incorporated in 
the State of New Jersey on May 5, 1936. 

10. On May 2, 1936, the defendant, Masters, filed in the office 
of the Secretary of State of New Jersey, its statement for the regis- 
tration of the trade-mark “Master Printers Union Label of New 
Jersey,’ under the laws of New Jersey. 

11. Allied and Typographical by their amended complaint seek 
to restrain the alleged infringement of their respective trade-marks 
and to restrain the alleged unfair competition in the defendant’s use 
of a label similar to plaintiff's trade-marks, and such other relief as 
may be granted. 

12. Plaintiffs have not established an actual or an immediately 
threatened use of the defendant’s label in interstate commerce. 

13. The plaintiffs have spent money and have done many things 
to advertise their respective trade-marks and enhance the value of 
their good-will, all of which are here sought to be protected, and the 
value of each is in excess of $3,000.00. 

14. Allied and Typographical permit printing establishments 
throughout the United States to place the Allied or Typographical 
trade-marks upon their products when same are done by their mem- 
bers, under their supervision and control. In order to regulate this, 
they have organized throughout the several states of the Union and 
the counties and municipalities thereof, branches commonly known 
and designated as “locals,” which are also authorized to permit 
such a use subject to the aforesaid supervision or control. 

15. Hudson County Allied Printing Trades Council (hereinafter 
referred to as “Hudson Allied’’), while not formally a party to this 
case, is a local organized by Allied, and the action it brought in the 
Court of Chancery of New Jersey involves a label substantially 
identical with the trade-mark of Allied herein. (It is to be noted 


that the trade-mark of Typographical herein, was not the subject 
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of the Memorandum and Final Decree in the said suit in the Court 
of Chancery.) 

16. The defendant herein and its label involved herein, are the 
same defendant and the same label involved in the said Chancery 
proceedings. 

17. The question presented by Hudson Allied to and adjudicated 
by the Court of Chancery, namely, whether or not Masters had 
copied or imitated Hudson Allied’s label or used said copy or imita- 
tion in business to the damage of Hudson Allied, is in substance, the 


question Allied presents to this court for adjudication. 


Discussion 

The plaintiffs’ pleadings, to say the least, are confusing and mis- 
leading. For example, Paragraph 3 of the amended bill of com- 
plaint states, inter alia, that “‘the several causes of action of the 
complainants herein arise under the Patent Trade-Mark and Patent 
Design Laws of the United States of America... .” neither the 
complaint nor the record discloses any patent or design patent 
pleaded or relied upon. 

This action is brought in the common or recognized name of 
each plaintiff. 

The amended bill of complaint is barren of any allegation that 
the defendant has used or threatened to use its trade-mark in inter- 
state or foreign commerce. Proof of this fact is equally lacking. 
The record discloses that the only thing which can be said to re- 
motely touch upon interstate transactions by defendants, is Exhibit 
P-51, “The Rigo Record,” for distribution on Long Island in the 
State of New York, but there is nothing to show it was an interstate 
sale by defendant, and the evidence at best is as consistent with 
intrastate as with interstate business. 

The federal courts are specially given jurisdiction irrespective 
of diversity of citizenship or amount involved (15 U.S. C. A. 97), 
of actions arising because of the unlawful use in interstate commerce 
of a trade-mark registered under the Acts of Congress (Kasch v. 
Cliett (C. C. A. 5th), 297 Fed. 169; Youngs Rubber Corporation, 
Inc. v. C. I. Lee & Co., Inc., et als. (C. C. A. 2nd), 45 F. (2d), 108, 
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15 U. S. C. A. 96; but such is dependent on proof of an actual or 
immediately threatened use of the defendant’s trade-mark in inter- 
state commerce and this proof is lacking, therefore jurisdiction 
herein requires diversity of citizenship and a matter in dispute, the 
value of which is in excess of $3,000.00. 

Allied and Typographical attempt to prove diversity by alleging 
and offering testimony to the effect that the officers and members of 
the executive council of each, are not citizens of New Jersey. In 
order to pass upon whether or not such effectively accomplishes its 
intended purpose, it is necessary to consider the manner in which 
the action is brought, that is, in the common or registered names of 
the plaintiffs. 

Rule 17(a) of the Federal Rules of Civil Procedures requires 
that every action be in the name of the real party in interest, and 
this the plaintiffs have complied with. They have executed powers 
of attorney to Printers, but the test, irrespective of said powers of 
attorney, is whether or not there is diversity between the real parties 
in interest and the opposing party or parties. 

Rule 17(b) of the Federal Rules of Civil Procedure permits an 
unincorporated association of seven or more members to sue in its 
common name, if it has such capacity by the law of the state in 
which the district court is held. 

In 1908, the Legislature of New Jersey passed, what is com- 
monly referred to as the “Practice Act of 1903,” and by paragraph 
10 thereof, it provided that an unincorporated association of seven 
or more persons, having a recognized name, could be sued by such 
name. In 1928, said Act was amended to permit an unincorporated 
association of seven or more members having a recognized name to 
sue by such name. 

A supplement to “An Act respecting the Court of Chancery” 
(Revision of 1902), was passed in the year 1925, and it permitted 
suits “In Equity” against unincorporated organizations of seven 
or more members, having a recognized name by such name. 

The case of Kline v. Knights of the Golden Eagle, et al., 113 


N. J. Eq. 518, 167 A. 758, passed upon the question of whether or 
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not an unincorporated association having a recognized name could 
sue “In Equity” by such common name, and the Court of Chancery 
held that such a suit could not be maintained because there was no 
enabling act, the Act of 1903 and the amendment of 1928, afore- 
said, relating to suits “At Law” only. 

In 1937, the statutes of New Jersey were revised, and by 2:78-1, 
it is provided that any unincorporated association or organization, 
consisting of seven or more persons and having a recognized name, 
can sue or be sued in any court of said state by such name. 

It therefore follows that Allied and Typographical have capacity 
by the law of the State of New Jersey, to sue in their common names, 
but in cases such as this where jurisdiction requires diversity of 
citizenship, even though capacity has been accorded the said unin- 
corporated association to sue by such name, the citizenship of the 
individual members must nevertheless be made to appear, and their 
citizenship must be wholly diverse from that of the opposing party 
or parties. Z'homas v. Board of Trustees of the Ohio State Univer- 
sity (1904), 195 U. S. 207, 25 S. Ct. 24, 49 L. Ed. 160 (Moore’s 
Federal Practice, vol. 2, page 2100), Rosendale, et al. v. Phillips, 
et al. (C. C. A. 2nd), 87 F. (2d) 454. 

Allied and Typographical cannot meet the requirements of diver- 
sity of citizenship and their escape, if any, is in the class action 
(Rule 23), where only the citizenship of the representative or 
representatives need appear. (Moore’s Federal Practice, vol. 2, 
page 2100). 

This court desires to pass upon the merits of as many of the 
questions presented as possible, and relying upon the spirit and the 
word of the Federal Rules of Civil Procedure, and more particu- 
larly Rules 1 and 15 and the case of Youngs Rubber Corporation, 
Inc. v. C. I. Lee & Co., Inc., et al. (C. C. A. 2nd 45 F. [2d] 103 
[20 T.-M. Rep. 559]), it does not dismiss the action of Typo- 
graphical for want of jurisdiction, but reopens this case to afford 
Typographical an opportunity to establish its right to proceed under 
Rule 23. 

The same opportunity is not afforded Allied, because prior to 
April 2, 1937, it authorized Hudson Allied to institute an action in 
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the. Court of Chancery of New Jersey against the same defendant 
and label complained of herein on a label substantially identical with 
the trade-mark of Allied herein, and it obtained a final decree on 
the question of whether or not Masters had copied or was imitating 
said label and using said copy or imitation in such a way as to un- 
fairly compete with Allied and its locals. 

The Court of Chancery entered its final decree on April 12, 1937; 
thereafter, and in September, 1938, Hudson Allied filed a petition, 
wherein it asked that the decree be vacated and set aside and the 
petition was referred to a Special Master for the purpose of taking 
newly discovered evidence, which at the original hearing was un- 
known to Hudson Allied, and when the Master reported on August 
11, 1989 that the label of Masters would in fact deceive persons of 
average intelligence who demanded a union label on their printed 
work, and when the label of the defendant appeared on said work, 
accepted the same believing it to be the union label of Hudson 
Allied, Masters took exception thereto and the Court of Chancery 
sustained said objections, holding that the testimony before the 
Master showed the deception resulted from acts of the defendant 
arising after the signing of the original decree in the cause; that 
said acts might be cause for a new or plenary suit, but certainly they 
could not, under the circumstances, be considered as newly discov- 
ered evidence and having a bearing upon the original suit. 

On January 9, 1940, Allied and Typographical moved herein to 
strike the defense that the aforesaid decree of the Court of Chancery 
was res judicata. This court held it was res judicata, and that the 
complaint herein could stand, if it stood at all, only as to a period 
beginning on April 12, 1937 (date of Chancery decree), and running 
subsequent thereto, and now that the court had heard the proof on 
the part of Allied for the period after April 12, 1937, it finds same 
directed to whether or not there was actual confusion or fraudulent 
intent, such is in the nature of evidence which, while unnecessary 
(Hilton v. Hilton, 90 N. J. Eq. 564, 107 A. 203 [9 T.-M. Rep. 391]; 
A. Hollander & Sons, Inc. v. Philip A. Singer & Bros., 180 A. 671, 
119 N. J. Eq. 52) [19 T.-M. Rep. 348], might have and could have 


been received in the Chancery matter, and the decree of that court 
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determined the question of alleged copying, imitating and unfair 
competition, and so long as it remains unreversed, it is conclusive 
upon Hudson Allied and its privies, not only as to the particular 
property involved in the suit, but as to all future litigation between 
the same parties or their privies, touching the subject matter, and 
every matter which was offered and received to sustain or defeat the 
claim, and any other admissible matter which might have been offered 
for that purpose, and even though the property involved in the sub 
sequent litigation be different from that which was involved in the 
first, if there be substantial identity in the subject matter of the two 
suits. (In re: Walsh’s Estate, 74 A. 363, 80 N. J. Eq. 365; Nuzzi 
v. U. S. Casualty Co., 1 A. 2nd, 890, 121 N. J. L. 249). Therefore, 
the decree of the Court of Chancery, while it stands in res judicata 
of the matters herein presented by Allied (In re: Leupp, 153 A. 842, 
108 N. J. Eq. 49), and it will serve no useful purpose to permit 
Allied to attempt to proceed under Rule 23. Its action is dismissed 


for the reasons aforesaid. 
Conclusions of Law 


1. Allied and Typographical are unincorporated associations of 
seven or more members, each having a recognized or common name 
and they can sue by such recognized or common name under the 
laws of the State of New Jersey. 

2. Allied and Typographical have members who are residents 
of the State of New Jersey and because diversity of citizenship is 
necessary herein, they cannot sue in their recognized or common 
names. 

3. When an unincorporated association of seven or more mem- 
bers, having a common or registered name sues by such name and 
cannot establish that the citizenship of its individual members is 
diverse from that of the opposing party, the court may, in accordance 
with the spirit and letter of the Federal Rules of Civil Procedure, 
grant said association an opportunity to proceed under Rule 23 
(class action) where only the citizenship of the representative or 


representatives need appear. However, this will not be done as to 


any matter when it appears that to do so, as to said matter would 
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be futile because of a prior adjudication in a court of competent 
jurisdiction, involving the same parties and their privies and sub- 


stantially the same subject matter. 


DorotHy Gray SALons v. LANDER Co., INc. 
New York Supreme Court, Special Term, Part VI 
August 29, 1940 


Unrair CompetirioN—Imiratinc PacKaGEs AND CONTAINERS oF Goons. 

After plaintiff had for many years put out its toilet preparations in 
a distinctive blue and white label, together with a trade-mark consisting 
of a medallion scroll encircling a wreath and three stars, defendant, in 
putting out a cleansing cream in a jar of a size and shape similar to 
plaintiff's and bearing a label in a similar color and inscribed with an 
identical medallion scroll, held guilty of unfair competition, and an in- 
junction was ordered. 


In equity. Action for unfair competition. Injunction granted. 


Bernstein, J.: The gravamen of this action for unfair competi- 
tion, as it was developed on the trial, is the defendant’s unfair imita- 
tion of the general appearance of the plaintiff's packaging of its 
cleansing creams. For many years past the plaintiff has packaged 
its toilet preparations in distinctive trade dress, featuring a label of 
blue and white on its jars. Ever since April, 1936, it has also used 
on this label a registered trade-mark consisting of a medallion scroll 
encircling a wreath and three stars. So packaged, the plaintiff's 
cleansing creams have been extensively advertised and become 
known, and they enjoy a large sale and a high reputation. Recently 
the defendant, who is also a large manufacturer of toilet prepara- 
tions, produced and put on sale, principally in chain stores, a cleans- 
ing cream packaged in a jar of similar size and shape and bearing 
a label of similar color scheme inscribed with an identical medallion 
scroll. On the trial the defendant admitted that in designing its 
package it had the plaintiff’s package before it, and its counsel con- 
ceded that the two sets of packages were “confusingly similar.” 

The imitation of the plaintiff's design mark is clearly an indefen- 


sible infringement, and, superimposed on a package which bears so 
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many other simulated features of the plaintiff's package, it is con- 
fusing to the unwary and apt to decoy purchasers of the package into 
the belief that they were purchasing the plaintiff's goods. Had the 
defendant only used a blue and white label of different contour on a 
jar of different shape, or had it only used a similar jar bearing a dif- 
ferent colored label, it might have been considered unobjectionable, 
but the features of resemblance are so many and so cumulative as to 
establish the defendant’s package as an instance of unfair competi- 
tion (Fischer v. Blank, 188 N. Y. 244). In other words, it is the 
imitative tout-ensemble that makes the defendant’s packaging unfair, 
and calls for the intervention of a court of equity (Mainzer v. 
Gruberth, 237 App. Div. 89 [23 T.-M. Rep. 110]; Brillo Mfg. Co. 
v. Levine, 236 App. Div. 488 [23 T.-M. Rep. 9]; Gotham Silk 
Hosiery Co. v. Reingold, 223 App. Div. 260) [18 T.-M. Rep. 283}. 

In the light of the evidence adduced upon the trial that the un- 
fair competition here was designedly accomplished, all opportunity 
to continue it in any form must be prevented by an injunction 
broad enough to insure such a result. The defendant will be so 
enjoined. Since the sale of the defendant’s goods in the packages 
described has been inconsiderable and has been voluntarily dis- 
continued pending the action, no accounting will be decreed nor 
damages awarded. 

Findings and conclusions having been waived, judgment as 


aforesaid is directed. Settle judgment accordingly. 





Sarpotin Co., Inc. v. Germann & Co., Lop. 
Philippine Supreme Court 
May 2, 1939 


TRADE-MarkKs—REGISTRATION—PHILIPPINE STATUTE—CONSTITUTION ALITY. 
Sect. 4 of Act No. 666 of Philippine Legislature, as amended by Sect. 
1 of Act No. 3332, requiring registration of trade-marks in Philippine 
Bureau of Commerce and Industry before institution of actions for 
their violation, held not unconstitutional, but to be in harmony with 
provisions of Sect. 16 and 22, Act of Congress of February 20, 1905. 
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SAPOLIN CO., INC, V. GERMANN & CO., LTD. 





(rapeE-Marks—ReEGIsTraTION IN Unrrep States Parenr Orrice—Errect. 

The Act of 1905 (Sects. 17 and 29) held to protect trade-marks regis- 
tered in the Patent Office, not only throughout the United States, but 
also in the Philippines. 

TrapE-Marks—PHILIPPINE STaTuTeE—J URISDICTION—LEGISLATIVE INTENT. 

The Philippine Legislature in enacting Acts Nos. 666 and 2460 did 
not intend to give Sec. 4 thereof, as amended by Act No. 3332, the 
interpretation that, unless a trade-mark had been registered in the 
Philippine Bureau of Commerce and Industry, no action could be brought 
against an infringer, even though the mark was registered in the United 
States Patent Office. 

Trape-Marks—“Lusouin” ann “Saprotin”—Conruictinc Marks. 

The word “Lusolin” held to be confusingly similar to “Sapolin,” both 
marks being used on cleansing preparations. 

Unrair COMPETITION—PHILIPPINE STATUTE—J URISDICTION. 

Under the Philippine law, an action for trade-mark infringement 
cannot be brought simultaneously with an action for unfair competition, 
inasmuch as the former, unlike the latter, does not require as an indis- 
pensible condition the existence of fraud and deceit. 

In equity. Action for trade-mark infringement and unfair com- 
petition, with cross-complaint by plaintiff, and for cancellation of a 
registration granted under the Philippine statute. From a judg- 
ment dismissing the cross-complaint, plaintiff appeals. Judgment 
revoked. 


J. A. Wolfson, of Manila, P. I., and Briesen & Schrenk, of New 
York City, for cross-complainant-appellant. 

Franco & Reinoso, of Manila, P. I., for cross-defendants-appel- 
lee. 


Before Avancena, Chief Justice, and Vituia-Reart, IMPERIAL, 
Diaz, Lauret and Moraan, Justices. 


Diaz, J. [rough translation from Spanish; not official transla- 
tion|: This cause is originally the same one which bore No. 47369 
in the Court of First Instance of Manila, entitled Germann & Co., 
Ltd. v. Sapolin Co., Inc. and Muller & Phipps (Manila) Ltd. 

Upon petition of plaintiff, after demurrer of defendant Muller 
& Phipps (Manila) Ltd. was sustained and after plaintiff had filed 
a supplementary complaint and answer to the cross-complaint of 
defendant Sapolin Co., Inc. against it and the Director of the Bureau 
of Commerce, said supplementary complaint was dismissed and, 


thus, the case stood solely on the cross-complaint. In this cross- 
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complaint, the cross-complainant asked and continues to ask here 
that cross-defendant-appellee, its agents, attorneys and representa- 
tives be prohibited perpetually from selling or offering to sell its 
products bearing the trade-mark “Lusolin.” It asks further that 
cross-defendant be made to submit under oath, a true account of the 
profits that it has obtained from the sale of its products under afore- 
said trade-mark; that after said accounting has been submitted, 
judgment be entered against cross-defendant ordering it to pay 
cross-complainant a sum equivalent to double the amount of its 
(cross-defendant) profits; that the Director of Commerce be ordered 
to cancel the certificate of registration No. 11237 of the trade-mark 
“Lusolin” issued originally in favor of “Co Lu So” and later trans- 
ferred to cross-defendant; and that cross-defendant be also ordered 
to pay the costs of suit. 

The Court of First Instance, after having heard and received the 
evidence presented by the parties, entered judgment dismissing the 
cross-complaint on the ground that since the cross-complainant did 
not register in the Bureau of Commerce, the patent or certificate of 
trade-mark which it said it had obtained from the Patent Office of 
the United States in February, 1923, said cross-complainant had no 
right to the remedy it sought, in view of the provisions of Section 4 
of Act No. 666, as amended by Section 1 of Act No. 3332. Against 
this judgment cross-complainant appealed and now contends that 
the lower court incurred five errors which are pointed out in its 
brief in this or a similar tenor: (1) the lower court erred in failing 
to decide that cross-defendant’s “Lusolin” trade-mark infringes on 
cross-complainant’s “Sapolin’’ trade-mark; (2) the lower court 
erred in deciding that the action instituted by cross-defendant as 
plaintiff in the original action, is untenable by reason of the 
provisions of aforesaid Section 4 of the law already cited; (3) the 
lower court erred in failing to decide that cross-complainant has an 
action for unfair competition against cross-defendants; (4) the lower 
court erred in failing to declare Act No. 3332 which amends the 
section above indicated is unconstitutional; and, finally (5) the 
lower court erred in failing to enter judgment in favor of cross- 


complainant. 
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Section 4 of Act No. 666, as amended by Section 1 of Act No. 
3332, which was approved December 7, 1926, reads, as follows: 


Sec. 4. No action shall be brought for damages for the violation of the 
rights to use trade-marks defined in the preceding sections nor shall crim- 
inal proceedings be entertained as provided in Section 6 of this Act, unless 
it be first shown that the trade-mark or trade-name alleged to have been 
violated or which gave rise to the criminal action has been duly registered 
in the Bureau of Commerce and Industry, in accordance with the provisions 
of this Act. 


This provision of the law is not unconstitutional in the least. It 
does not conflict but, on the contrary, it can be perfectly harmonized 
as in fact it is in harmany with the provisions of Sections 16 and 22 
of the Act of Congress of February 20, 1905, which reads, as follows: 


Sec. 16. Evidence of ownership; infringement, and damages therefore. 

The registration of a trade-mark under the provisions of this sub- 
division of this chapter shall be prima facie evidence of ownership. Any 
person who shall, without the consent of the owner thereof, reproduce, coun- 
terfeit, copy, or colorably imitate any such trade-mark and affix the same to 
merchandise of substantially the same descriptive properties as those set 
forth in the registration, or to labels, signs, prints, packages, wrappers, or 
receptacles intended to be used upon or in connection with the sale of mer- 
chandise of substantially the same descriptive properties as those set forth 
in such registration, and shall use, or shall have used, such reproduction, 
counterfeit, copy, or colorable imitation in commerce among the several 
States, or with a foreign nation, or with the Indian tribes, shall be liable 
to an action for damages therefor at the suit of the owner thereof; and 
whenever in any such action a verdict is rendered for the plaintiff, the 
court may enter judgment therein for any sum above the amount found by 
the verdict as the actual damages, according to the circumstances of the 
case, not exceeding three times the amount of such verdict, together with 
the costs. 

Sec. 22. Suits involving interfering registered trade-marks.—W henever 
there are interfering registered trade-marks, any person interested in any 
one of them may have relief against the interfering registrant, and all per- 
sons interested under him, by suit in equity against the said registrant; 
and the court, on notice to adverse parties and other due proceedings had 
according to the course of equity, may adjudge and declare either of the 
registrations void in whole or in part according to the interest of the 
parties in the trade-mark, and may order the certificate of registration to 
be delivered up to the Commissioner of Patents for cancellation. 


It. cannot be otherwise, since the provisions of Sections 17 and 
29 of said Act of Congress protect the trade-marks registered in the 
Patent Office of the United States not only in said country or in any 


of its States, but also in the Philippines, by permitting that actions 
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for violation of trade-marks committed therein be instituted before 
their courts. Here is literally what said two sections say: 


Sec. 17. Jurisdiction of suits—The district and Territorial courts of 
the United States and the Supreme Court of the District of Columbia shall 
have original jurisdiction and the circuit courts of appeal of the United 
States and the United States Court of Appeals for the District of Columbia 
shall have appellate jurisdiction of all suits at law or in equity respecting 
trade-marks registered in accordance with the provisions of this Act, arising 
under the present Act, without regard to the amount in controversy. 

Sec. 29. Construction; definitions ——In construing this Act the following 
rules must be observed, except where the contrary intent is plainly apparent 
from the context thereof; The United States includes and embraces all ter- 
ritory which is under the jurisdiction and control of the United States. The 
word “States” includes and embraces the District of Columbia, the Terri- 
tories of the United States, and such other territory as shall be under the 
jurisdiction and conicol of the United States. The terms “person” and 
“owner,” and any other word or term used to designate the applicant or 
other entitled to a benefit or privilege or rendered liable under the provi- 
sions of this Act, include a firm, corporation, or association as well as a 
natural person. The term “juristic person” includes a firm, corporation, 
association, or similar organization capable of suing and being sued in a 
court of law. The terms “applicant” and “registrant” embraces the suc- 
cesors and assigns of such applicant or registrant. The term “trade-mark” 
includes any mark which is entitled to registration under the terms of this 
Act, and whether registered or not, and a trade-mark shall be deemed to 
be “affixed” to an article when it is placed in any manner in or upon either 
the article itself or the receptacle or package or upon the envelope or other 
thing in, by, or with which the goods are packed or enclosed or otherwise 
prepared for sale or distribution. 


The other act of Congress, commonly known as the Jones Law, 
approved August 29, 1916, clearly provides in its Section 10, that 
the commercial relations between the Islands and the United States 
shall continue to be governed exclusively by the laws of the Congress 
of the United States. On the other hand, Section 14 of Act No. 666, 
as amended by Act No. 2460, contains the following clause: 

Provided, however, that this section shall not be construed to affect 
rights that any person may have acquired by virtue of having registered 
a trade-mark under the laws of the United States. 

All this shows that the Philippine Legislature in approving afore- 
said Section 14 and the entire law of which it forms a part (Acts 
Nos. 666 and 2460), could not have had in mind the giving to said 
Section 4 aforesaid, as amended by Act No. 3332, the strict sense 


(interpretation) that unless a trade-mark or trade-name which is 
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alleged to have been infringed, has been duly registered in the 
Bureau of Commerce and Industry, no action can be instituted 
against the infringer to stop or suspend such infringement even in 
the case of a trade-mark or trade-name registered in the Patent 
Office of the United States. The complete text of Section 14 of 
aforesaid Act No. 666, as at December 27, 1932, at which time Cer- 
tificate of Trade-Mark No. 11237 was issued by the Bureau of Com- 
merce to Co Lu So, from whom cross-defendant derived its right to 
use trade-mark “Lusolin,”’ recites, as follows: 


Sec. 14. No article of imported merchandise which shall copy or simulate 
the name of any domestic manufacturer or manufacturer or trader, or 
shall copy or simulate a trade-mark or trade-name registered in accordance 
with the provisions of this Act, or shall bear a name or mark calculated to 
induce the public to believe that the article is manufactured in the Philip- 
pine Islands, shall be admitted to entry at any customhouse of the Phillip- 
pine Islands; and in order to aid the officers of the customs in enforcing this 
prohibition, any domestic manufacturer or trader may require his name and 
residence, and the name of the locality in which his goods are manufactured, 
and a copy of the certificate of registration of his trade-mark or trade-name 
issued in accordance with the provisions of this Act, to be recorded in books 
which shall be kept for this purpose in the office of the Insular Collector of 
Customs, under such regulations as the Insular Collector of Customs, with 
the approval of the Secretary of Finance and Justice, shall prescribe, and 
may furnish to the office of the Insular Collector of Customs a facsimile of 
his name, the name of the locality in which his goods are manufactured, and 
of his registered trade-mark or trade-name; and thereupon the Insular Col- 
lector of Customs shall cause one or more copies of the same to be trans- 
mitted to each collector or other proper officer of customs: Provided, how- 
ever, That this section shall not be construed to affect rights that any per- 
son may have acquired by virtue of having registered a trade-mark under 
the laws of the United States. 

In matters arising under this section original jurisdiction is hereby con- 
ferred upon the Court of First Instance, and appellate jurisdiction upon 
the Supreme Court, identical with the jurisdiction conferred upon such 
courts by section twenty-six of the Act of Congress approved August fifth, 
nineteen hundred and nine, entitled “An Act to raise revenue for the Philip- 
pine Islands, and for other purposes.” 


If it were sustained that such is the true meaning of the above- 
mentioned section (strict meaning), we would have that the Philip- 
pine Legislature knowingly approved a law, which is openly con- 
trary to the aforesaid Act of Congress of February 20, 1905—a thing 
which is unbelievable, for it well knew that it had no power thus to 
act. To arrive at any other conclusion, would be equivalent to affirm- 


ing that the section in question has not and could not have any 
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other purpose or object, in spite of the fact that it is undeniable that 
it actually has such other purpose, since there are certain acts which 
it does affect and to which it is perfectly applicable. 

Without such a provision of the law one could never register in 
his name, with impunity at the Bureau of Commerce and Industry, a 
trade-mark or trade-name selected by him for his merchandise, if 
another person had already been using said trade-mark, even though 
such other person did not want to take the trouble of registering 
trade-mark in his name, in order to obtain the advantages granted 
by law. Under the provisions of said law, a person who had not 
been negligent in registering in the Bureau of Commerce a trade- 
mark or trade-name he uses on his goods or merchandise could com- 
plain against whoever used the same mark or name or who imitated 
the same, even though the latter had been using said mark or name 
prior to him, because the purpose of said section, according to the 
spirit and letter thereof, is not only to stimulate and encourage but 
also to protect the diligent, and not the negligent. Therefore, it can 
and should be sustained that Section 1 of aforesaid Act No. 3332 
is not unconstitutional in so far as it amends Section 4 of Act No. 
666 because it has its application to cases similar to what has been 
said by way of example, and to those which occur in this country 
without having previously obtained any patent in the United States, 
such cases being clearly distinct from the one we now have under 
consideration ; or, in other words, because it may refer and in reality 
refers to cases of violation of trade-marks and trade-names which 
may be susceptible of being registered in the Philippines but which 
are not registered in the Patent Office of the United States in ac- 
cordance with law. 

The facts, proved at the trial and not questioned by the parties, 
which clarify the above considerations, are the following: 

The trade-mark and trade-name here in question, as shown in 
Exhibits A and 4 are, in respect to color, design, size and other char- 
acteristics, and also in respect to the sound produced by pronouncing 
the name “Lusolin,” which is one of them, almost identical to the 


trade-mark and trade-name “Sapolin” which appears in Exhibits B, 
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6-2, 6-5, 6-6, 6-7, 6-8, C and D. The articles to whose containers 
are affixed the trade-mark and trade-name in question are paints of 
the kinds indicated on said containers, to wit: esmalte blanco y de 
color, esmalte de aluminio, carriage paints, tinte de lustre, esmalte 
para hierro, pulimento para muebles, ete. The cross-defendant it- 
self, in its letter addressed to cross-complainant on April 30, 1934 
(Exhibit 9), admits the great similarity between the two trade-marks 
and trade-names in question “‘in shape, design, color and printing as 
to deceive the public, especially as both are being used for paints,”’ 
to employ his own words. 
| Now, then, the cross-complainant obtained Certificates Nos. 
164,274, 164,275, and 164,277 from the Patent Office of the United 
States on February 13, 1923 (Exhibits 6, 6-1 to 6-8, 7, 7-1 and 7-2; 
and 8, 8-1 and 8-2), for the exclusive use of the trade-mark and 
trade-name ““Sapolin” on its products and articles and such cer- 
tificates of registration were also recorded and filed in the office of the 
Insular Coliector of Customs of the Philippines on October 4, 1927, 
which recording also appears in the above-mentioned exhibits. And 
it is a fact that such trade-mark and trade-name had been used since 
September 28, 1932, at first, according to Certificate No. 4282 of the 
Bureau of Commerce, by Gerstendordfer Bros. of New York, a 
corporation organized under the laws of the State of New York, and 
later, or since March 8, 1928, by Sapolin Co., Inc., successor of said 
corporation, according to Certificates Nos. 8983 and 8984 of the 
Bureau of Commerce and Industry (Exhibits 1, 2 and 3). 

The paints, to whose containers were affixed and still are affixed 
the labels with the trade-mark and trade-name so often mentioned, 
were imported in the beginning by Muller & Phipps (Manila) Ltd. 
and afterwards by the cross-complainant; and the demand for such 
paints was so great that in the years 1929, 1930 and 1931 the sales 
of same amounted to between $70,000 and $80,000 U. S. currency, 
5 percent of which sum was invested in advertising and propaganda 
with the object of making same popular in the Philippines. 

The trade-name and trade-mark “Lusolin” appeared for the first 


time in 19382; because Co Lu So, who was engaged in commerce 
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under the name of Co Lu So & Co., importing and selling construc- 
tion materials, after having sold for several years paints under the 
mark “‘Sapolin” which he obtained from Muller & Phipps (Manila) 
Ltd. and from cross-complainant, applied for the exclusive use of 
said trade-mark and trade-name (“Lusolin’’) as appear in Exhibits 
A and 4, by filing the corresponding application with the Bureau of 
Commerce and Industry. This office approved the application and 
on December 27, 1982, issued Certificate of Registration No. 11237. 
One year and three months later, Co Lu So transferred his rights to 
use the above-mentioned trade-mark and trade-name “Lusolin” in 
favor of cross-defendant, and such transfer was registered in the 
Bureau of Commerce and Industry on January 2, 1935. Since then 
said cross-defendant had been selling “Lusolin” paints; and within 
a month from the date it acquired its certificate (Trade-Mark Cer- 
tificate No. 11237) it sent to cross-complainant a notice, warning the 
latter to desist from that time to use the trade-mark and trade-name 
“Sapolin” because it infringed upon cross-defendant’s rights as 
owner of the mark “Lusolin.” 

Before proceeding further, it should be remembered that, accord- 
ing to the evidence, “Lusolin” paints are the same paints which prior 
to 1914 were imported from Germany by cross-defendant, under 
the mark ‘“Hawelit.” During the European war, cross-defendant 
ceased importing said paints, and in 1927 “Sapolin” began to be sold 
here and to be known in the Philippine market. In 1932, after the 
transfer by Co Lu So to cross-defendant of the trade-mark 


“Tusolin.”” 


By the form in which it is presented to the public and 
by the sound of its name as pronounced, said trade-name and trade- 
mark are identical to “Sapolin’” and this can be easily proven by 
merely placing together, or side by side, the two aforesaid marks, as 
respectively represented by Exhibits A and 4 (‘‘Lusolin’’) on the 
one hand and by Exhibits B, 6-2, 6-5 and 6-8, C and D (“‘Sapolin’’) 
on the other; and it has already been said that the violation of a 
trade-mark is proven by comparing that mark with the one which is 


1 This was omitted—the latter resumed the sale of “Hawelit” paints, but 
this time offered same to the public under the name and mark “Lusolin.” 
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claimed to be infringing upon it, thus showing that the similarity 
existing between the two—which similarity in the present case is 
admitted by the cross-defendant itself (Exhibit 9)—is of such a 
nature that one of them could be mistaken for the other; and it has 
also been said that it is such a similarity and not an actual identity 
which in itself comes to constitute a sufficient infringement, or better 
said, the very touch stone which enables us to detect whether or not 
such an infringement really exists. (Forbes Munn & Co. v. Ang 
San To, 40 J.F. 290.)* In order to declare that there is an infringe- 
ment of a trade-mark, it is not necessary to prove that said trade- 
mark was copied exactly nor is it necessary to prove that the same 
words are used. It is sufficient to demontrate that the essential char- 
acteristics of the mark have been imitated or copied (Queen Manu- 
facturing Co. v. Isaac Ginsberg & Bros., Inc. 25 F. [2d] 284 [18 
T.-M. Rep. 275]; Sazlehner v. Eisner § Mendelson Co., 179 U. S. 
19, 88). 

With regard to the spelling and sound of the two names “‘Sapolin” 
and “Lusolin” used as they are on paints, it is clear that one who 
sees or hears them would not readily think of anything but of paints 
of the same class and of the same manufacture. In a case where it 
had to be determined if the use of the trade-name “‘Stephen’s Blue 
Black ink” infringed upon the trade-name “Steelpens Blue Black 
ink,” it was held that it did infringe; and in other cases it was held 
that idem-sonans trade-names constitute an infringement in matters 
of trade-marks and trade-names (Nims on Unfair Competition and 
Trade-Marks, Section 54, pp. 141-147; N. K. Fairbanks Co. v. 
Ogden Packing and Provision Co., 220 Fed. 1002) [5 T.-M. Rep. 
167 

Having arrived at the conclusion that there exists a great 
similarity between the two trade-marks and trade-names in question 
and that one is an imitation of the other, there is no further need to 
consider the other question raised in the cross-complainant and ap- 
pellant’s brief, to wit: that it also has a right of action against the 
cross-defendant for unfair competition. This certainly is a ques- 


2 (Ed. Note.—Philippine official reports. ] 














562 THIRTIETH TRADE-MARK REPORTER 


tion which has already been decided by this Tribunal in the case of 
Compania General de Tabacos de Filipinas v. Alhambra Cigar & 
Cigarette Mfg. Co., 33 J. F. 518 [9 T.-M. Rep. 177], in a sense 
adverse to the pretensions of the cross-complainant. It was held in 
said cause, for the reasons and considerations expressed therein, 
that an action for infringement of a trade-mark or trade-name can- 
not be instituted simultaneously with an action for unfair competi- 
tion. The two actions cannot co-exist, because the former, unlike 
the latter, does not require, as an essential and indispensable condi- 
tion, the existence of fraud and deceit. An act cannot constitute at 
one and the same time, an infringement of a trade-mark or trade- 
name and an unfair competition, because in the former there is no 
idea of fraud and deceit for the reason that the trade-mark or trade- 
name in question is presented to the Bureau of Commerce and In- 
dustry for inscription in the corresponding register; and in the latter, 
the indispensable conditions are fraud and deceit, two acts which 
may only be committed surreptitiously and behind the back of the 
person at whom the prejudice is aimed. 

Neither is there any necessity to make further consideration with 
respect to the other questions, because in reality they are mere con- 
sequences or incidents of the two which have already been con- 
sidered. 

In conclusion, the appealed judgment is hereby revoked, and it 
is ordered that this cause be remanded to the court of origin so that 
the judgment and corresponding orders may be rendered or issued 
and entered therein, after presentation by the interested parties of 
such evidence as may be still necessary and which they may deem 
convenient to present, taking into account the confusions and opinion 
favorable to the contentions of the cross-complainant which have 
been expressed herein. 

With costs against the cross-defendant. 

It is so ordered. 


Mr. Justice Concepcion took no part. 
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AcapeMy oF Motion Picture Arts anp SciENCEs V. Benson, doing 


business as THe Hottywoop Motion Picrure ACADEMY 
California Supreme Court 
7] Oo} 
July 22, 1940 


Unrair Competirion—Competirion Nor Necessary TO Re tier. 
In a suit for unfair competition, it is not necessary that the parties 
be in competitive businesses or that the injury has already occurred. 
It is sufficient if the names, although not identical, are sufficiently 
similar to cause confusion and injury. 
Unrarr Competitrion—Use or Siminar TrapE-Names—“AcapeMy”™ as ELe- 
MENT IN 'TRADE-NAME. 
After plaintiff had adopted the name “Academy of Motion 
Picture Arts and Sciences,” as the name of a corporation engaged in 
promoting the general interests of the motion picture industry, with its 
headquarters at Los Angeles, the adoption and use by defendant of the 
name “The Hollywood Motion Picture Academy” held unfair competi- 
tion, inasmuch as, although the parties are not directly competitive, the 
use of the word “Academy” in defendant’s title was reasonably calculated 
to confuse the public as to the parties. 
Unratr Competirion—Descriprive Use or SuRNAMES. 
In situations involving the use of proper surnames in a non-competi- 
| tive business, it has been held that, where confusion was shown, relief 
should be accorded to the complaining party. 


In equity. Action to enjoin the use of a trade-name. From a 
judgment of dismissal following the sustaining of defendant’s de- 
murrer to the complaint without leave to amend and the denial of 
a motion to leave to file an amended complaint, plaintiff appeals. 
Reversed. 


Loeb, Walker & Loeb, Loeb & Loeb, Norman Newmark and 
Herman F, Selvin, all of Los Angeles, Calif., for appellant. 
Wm. La Plante, of Los Angeles, Calif., for respondent. 


SHENK, J.: In this action for injunctive relief the trial court 
sustained the defendant’s demurrer to the complaint without leave 
to amend, and denied a motion for leave to file a proffered amended 
complaint. From the judgment of dismissal which followed the 
plaintiff has appealed. 

The proposed amended complaint alleged: 
That the plaintiff, Academy of Motion Picture Arts and Sciences, 


is a nonprofit California corporation organized in May, 1927, with 





















































564 THIRTIETH TRADE-MARK REPORTER 


its principal place of business in Hollywood; that its purposes are 
to represent and coordinate the various branches of the motion pic- 
ture industry in their relations with each other, with other associa- 
tions, both within and without the motion picture industry, and with 
the general public to advance the arts and sciences of motion pic- 
tures by conferring awards of merit to signalize outstanding creative 
achievements, by conducting research and furthering technological 
progress, and by promoting the interchange and development of 
knowledge through meetings, publications and in other ways; to 
advance the welfare of the industry by providing facilities for the 
arbitration and conciliation of disputes within the industry, and by 
establishing and administering agreements between and within the 
industry's branches, and in other ways promoting harmonious and 
just relations therein. It was further alleged that the plaintiff na- 
tionally and internationally enjoys a high reputation for the honesty 
and integrity of its methods and for the quality of service which it 
performs; that, due to the wide publicity given to the plaintiff's 
organization through motion picture journals, newspapers and maga- 
zines, it has become generally known throughout the United States 
and in foreign countries as ““The Academy” and “The Motion Pic- 
ture Academy”; that it has a membership of about eight hundred 
persons drawn from all branches of the motion picture industry, 
including actors, writers, producers, directors and technicians, and is 
the only organization in existence composed of members from all 
branches of the motion picture industry and devoting itself to the 
purposes stated ; that awards of merit are annually conferred by the 
plaintiff for the outstanding motion picture production, for the best 
performance by an actor, for the best performance by an actress, the 
best achievement in directing, cinematology, sound recording, and 
art direction; that the awards also include a scientific or technical 
award, and a writing award for the best adaptation and one for the 
best original motion picture story ; that a motion picture receiving an 
annual award of merit is widely advertised and becomes popularly 
known as an “Academy Award,” or by other appropriate reference 


conveys to the general public the information that either the picture 
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or some of the actors or participants in its production have received 
academy awards of merit from the plaintiff. 

It was alleged that in October, 19387, the defendant, Jennie Ben- 
son, who for several years had conducted in her own name a dramatic 
and coaching school in Hollywood devoted to instructing persons in 
the art of acting for motion pictures and the stage, adopted and has 
since used for her school the name, “The Hollywood Motion Picture 
Academy”; that the plaintiff, in a written notice to the defendant, 
promptly protested the use of that name; that it was the defendant’s 
intention and purpose by the use of such name to deceive and mislead 
the public generally and that she has induced certain persons and 
prospective students in particular into believing that her school was 
being conducted by or in connection with the plaintiff, and that per- 
sons trained in the defendant’s school had received or would receive 
“Academy Awards’ for meritorious performances; that the de- 
fendant was thereby attempting to gain the benefit of the plaintiff’s 
reputation and good-will and to utilize the same to attract pupils to 
her school; that the defendant’s use of the name, The Hollywood 
Motion Picture Academy, and particularly of the word “academy” 
therein, and any failure of persons trained in her said school to 
measure up to the plaintiff's standards and to receive academy 
awards, would lower the reputation, standing and prestige of the 
plaintiff, its usefulness to the motion picture industry and to the 
public would be lessened, and the plaintiff would be irreparably 
damaged and the public defrauded by reason of the defendant’s 
continuing the use of said name. The plaintiff prayed that the de- 
fendant be enjoined from using the name objected to or any other 
colorable imitation of the plaintiff's name. 

If the complaint proffered herein stated a cause of action, the 
plaintiff was entitled to file it. (Frantz v. Mallen, 204 Cal. 159; 
Section 473, Code Civ. Proc.; 21 Cal. Jur. pp. 181, 182.) 

Generic terms and words descriptive of place are not subject to 
exclusive appropriations. (American Automobile Assn. v. American 
Automobile Owners Assn., 216 Cal. 125; Dunston v. Los Angeles 


Van & Storage Co., 165 Cal. 89, 94; Section 991, Civ. Code.) The 
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plaintiff points out, however, that it has not formulated its case on 
the claim of technical trade-mark or exclusive right. Its cause of 
action is based on the distinctive or secondary meaning which its 
name has acquired and on the unfair and deceptive use of that mean- 
ing which it is alleged the defendant has made and threatens to con- 
tinue to make, to the damage of the plaintiff in particular and the 
confusion and deceit in relation to the public generally. 

The businesses of the parties are not directly competitive, 
although both are connected with the motion picture industry. By 
the use of the name Hollywood Motion Picture Academy the de- 
fendant does not take away from the plaintiff and draw to herself 
any business which the plaintiff otherwise would receive. Neverthie- 
less, the plaintiff relies on certain elements as establishing that the 
words Motion Picture Academy, and especially the word “Academy,” 
as against the defendant, have acquired a secondary meaning 
whereby the plaintiff will be irreparably injured by the defendant’s 
use of such words; and that the plaintiff is entitled to have the de- 
fendant enjoined from any deceptive use of words which in the public 
mind will confuse the plaintiff’s and defendant’s businesses. Those 
elements are that the business of the plaintiff and the business of 
the defendant are concerned with motion pictures, and that both 
originate in Hollywood. The plaintiff contends that these facts, 
coupled with the use of the name chosen by the defendant, will re- 
sult in utmost confusion and consequent injury to the plaintiff and 
deceit upon the public. 

The decisions of the courts for the most part are concerned with 
the principles applicable to infringement and unfair competition in 
respect to businesses which are directly competitive. But we per- 
ceive no distinction which, as a matter of law, should be made be- 
cause of the fact that the plaintiff and the defendant are engaged in 
non-competing businesses. In situations involving the use of proper 
surnames in non-competitive businesses it has been held that where 
confusion was shown as likely to result the relief should be ac- 
accorded to the complaining party. (Tiffany & Co. v. Tiffany Pro- 
ductions, 264 N. Y. S. [23 T.-M. Rep. 1] [aff'd 262 N. Y. 482] 
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(23 T.-M. Rep. 117]; Yale Electric Corp. v. Robertson, 26 F. | 2d] 
972 [18 T.-M. Rep. 321].) Likewise it has been said that “with- 
out regard as to whether there is actual market competition between 
the parties for the same trade, it is sufficient if the unfair practices 
of the one will injure the other.” (63 Cor. Jur., p. 390, and cases 
cited in note.) The same author, at page 394, in distinguishing 
between the primary and secondary meaning of generic terms, states: 

In their primary descriptive sense, they are publici juris, and all the 
world may use them, but they must be use d in such a w ay as not to falsely 
convey the secondary meaning, for this would constitute unfair competi- 
tion as tending directly to pass off the goods or business of one man as and 
for that of another. This is what is known as the doctrine of secondary 
meaning and its perception by the courts was the genesis of the law of 
unfair competition as distinguished from technical trade-marks. In all 
this class of cases where the word, name, or other mark or device is pri- 
marily publici juris the right to relief depends upon the proof. If plaintiff 
proves that the name or word has been so exclusively identified with his 
goods or business as to have acquired a secondary meaning, so as to indicate 
his goods or business and his alone, he is entitled to relief against another's 
deceptive use of such terms, but if he fails in such proof, he is not entitled 
to relief... . Use by others may not be absolutely prevented, but only the 
misleading manner of using it will be enjoined, leaving defendant at liberty 
to use it in all honest ways not deceptive. Practically the whole law of 
unfair competition is an application of these principles. Unfair competition 
by means of generic, descriptive, personal, and geographical names are 
common instances. 

These general principles have been applied by the courts of this 
state. (Weinstock Lubin, & Co. v. Marks, 109 Cal. 529; Banzhof v. 
Chase, 150 Cal. 180; Modesto Creamery v. Stanislaus Creamery Co., 
168 Cal, 289 [4 T.-M. Rep. 434]; Lutz v. Western Iron & Metal 
Co., 190 Cal. 554 [13 T.-M. Rep. 210]; Jaynes v. Weickman, 55 
Cal. App. 557 [12 T.-M. Rep. 86]; Mills v. Conservatory of Music, 
17 Cal. App. 300 [10 T.-M. Rep. 389]; see, also, Federal Securities 
Co. v. Federal Securities Corp., 129 Or. 375, 276 Pac. 1100, 66 
A. L. R. 984 and cases cited.) 

The plaintiff, as stated, is not depending upon the deceptive use 
of a trade-mark, but is alleging the deceptive and injurious use of 
what may be designated as a trade-name, and is seeking to have 
the secondary meaning which it has built up protected from en- 
croachment and deceptive use by the defendant to its injury. The 


complaint shows that the defendant had conducted her school here- 
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tofore under her own name; that she conducts her school in Holly- 
wood, which is a center of the motion picture industry, for the pur- 
pose of training actors; and that the plaintiff also operates from 
Hollywood. True, the word ‘““Academy”’ in one sense denotes sim- 
ply a school; but in a well-accepted meaning it also signifies an in- 
stitution similar to a college or university for the study of higher 
learning; also ‘‘a society of learned men united for the advancement 
of the arts and sciences and literature, or of some particular art or 
science; as, the French Academy.” (Webster’s New International 
Dictionary, second edition.) The defendant has adopted a name 
which prima facie is broad enough in its concept to be mistaken by 
the ordinary unsuspecting person for the institution created by the 
incorporators of the plaintiff. The plaintiff has stated a cause of 
action which, if supported by proof, would entitle it to the relief 
sought, or which would require the defendant to alter her trade- 
name by some designation calling attention to the limited scope of 
her school in order to prevent confusion with the institution or 
society represented by the plaintiff—as stated by Justice Holmes in 
Herring-Hall-Marvin Safe Co. v. Hall’s Safe Company, 208 U. S. 
554, 559, “‘so as to give the antidote with the bane.” 

The case before us may be novel, but it does not follow that the 
plaintiff may not be entitled to some relief. In calling attention to 
the novelty of the facts in American Philatelic Society v. Claibourne, 
3 Cal. (2d) 689, 46 Pac. (2d) 135, this court said: 


It is also to be borne in mind that the rules of unfair competition are 
based, not alone upon the protection of a property right existing in the 
complainants, but also upon the right of the public to protection from fraud 
and deceit. ... It may be granted that this case is a novel one... . but 
the fact that a scheme is original in its conception is not a good argument 
against its circumvention. ... When a scheme is evolved which on its face 
violates the fundamental rules of honesty and fair dealing, a court of 
equity is not impotent to frustrate its consummation because the scheme 
is an original one. There is a maxim as old as law that there can be no 
right without a remedy, and in searching for a precise precedent, an equity 
court must not lose sight, not only of its power, but of its duty to arrive 
at a just solution of the problem. 


(See, also, Weinstock, Lubin & Co. v. Marks, supra.) Also, in 
United Security Bank & Trust Co. v. Superior Court, 205 Cal. 167, 
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270 Pac. 184, this court reaffirmed the jurisdiction of the court of 
equity to restrain an unfair use of a corporate name by others, “for 
the name of a corporation is a necessary element of its existence, and, 
generally speaking, even aside from statutory provision, the right 
to its use will be protected by the court sitting in equity, so far as 
may be necessary to safeguard property rights developed under it 
and to protect against fraud, actual or constructive.” And it does 
not appear necessary that the parties be in competitive businesses 
or that the injury has already occurred. It is sufficient if the names, 
although not identical, are sufficiently similar to cause confusion and 
injury. (Colorado National Company v. Colorado National Bank 
of Denver, 95 Colo. 386, 36 Pac. [2] 454; Standard Oil Company 
of New Mexico, Inc. v. Standard Oil Co. of California | C. C. A.] 
56 F. [2d] 973 [22 T.-M. Rep. 363]; see note with cases cited, 66 
A. L. R., at pp. 967, 968, 971, 972.) The general principle is thus 
stated in Celluloid Manufacturing Co. v. Cellonite Manufacturing 
Co., 32 Fed. 94, at page 97: 


Similarity, not identity, is the usual recourse when one party seeks to 
benefit himself by the good name of another. What similarity is sufficient 
to effect the object has to be determined in each case by its own circum- 
stances. We may say, generally, that a similarity which would be likely 
to deceive or mislead an ordinary unsuspecting customer is obnoxious to 
the law. 

(See, also, 26 R. C. L. p. 888, and cases cited in note.) 


The judgment is reversed. 


DEcISIONS OF THE COMMISSIONER OF PATENTS 
Amendment of Application 


Frazer, A. C.: Affirmed, in part, the decision of the Examiner 
of Interferences and dismissed the opposition of A. C. Buschman 
& Co., Inc. to the application of L. R. Bradley for registration of a 
trade-mark, but reversed the Examiner’s adjudication that applicant 
is entitled to the registration applied for. 


In his decision the Assistant Commissioner said: 
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There is no question but that the mark sought to be registered and the 
mark relied upon by opposer are confusingly similar, nor that the goods to 
which the marks are respectively applied are of the same descriptive proper- 
ties. The Examiner was of the opinion, however, that as between the parties 
to this proceeding applicant is the owner of the mark disclosed in his ap- 
plication. 

Opposer contends that applicant has failed to prove use of his mark as 
of a date as early as that claimed in the application, and has failed to prove 
any use upon some of the goods there described. I agree with opposer on 
both points, but it does not necessarily follow that the opposition should be 
sustained. The record contains quite conclusive evidence that the mark was 
used to some extent upon a part of applicant’s goods prior to opposer’s first 
use of its mark, and so far as the opposition is concerned applicant was 
required to prove nothing more. 

As presented, however, I think the application should have been rejected 
by the Examiner of Interferences regardless of opposer’s alleged rights. 

The goods with which applicant’s mark is claimed to be used are 
described in the application as follows: 

Paint oils and vehicles; paints, paste and ready mixed; paint enamels; 
lacquers; varnishes; and other decorative and protective liquid coatings 
formulated from both natural and synthetic resins, vegetable oils, minerals 
and chemical pigments and nitro-cellulose bases. 

In the absence of proof to the contrary this description would, of course, 
be accepted as accurate; but it affirmatively appears from Mr. Bradley’s 
own testimony that he has not used the mark in connection with lacquers, 
or with any product having a nitrocellulose base. The words “lacquers” 
and the words “nitro-cellulose bases” are accordingly required to be de- 
leted from the description of merchandise before the certificate of registra- 
tion issues. 


Color 


Frazer, A. C.: Reversed, in part, the decision of the Examiner 
of Interferences and dismissed the opposition of International 
Braid Company to the application of Thomas French & Sons, Ltd. 
for registration of an alleged trade-mark for “ladder web for Vene- 
tion blinds,” but affirmed the Examiner’s adjudication that applicant 
is not entitled to the registration of its mark which was described in 


a proposed amendment to the application as follows: 


The trade-mark consists of a pair of threads in each of the successive 
cross straps or cross tapes of ladder web for Venetian blinds, both of said 
threads running longitudinally ef the cross straps, each of said threads being 
adjacent, respectively, to one of the side edges of said cross straps, said 
threads being readily visible distinctive warp threads. They are applied 
to the goods by being woven into the cross straps during the manufacture 
of the goods. Applicant disclaims ladder web in which the cross straps 


1A. C. Buschman & Co., Inc. v. L. R. Bradley, Opp’n No. 18,232, 163 
M. D. 545, July 9, 1940. 
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and outer bands are made up of a series of longitudinal stripes of two 
colors alternating across the ladder web, for decorative purposes. 


In his decision the Assistant Commissioner said: 


As the proposed amendment does not appear to prejudice any of op- 
poser’s rights, it will be considered as entered for the purpose of this deci- 
sion. The disclaimer, however, has no material bearing on the issues here 
presented. 

The opposition is predicated upon opposer’s established practice of 
using striped materials in the manufacture of ladder web. I am unable to 
believe that the registration of applicant’s mark would interfere with that 
practice, and I think the opposition should have been dismissed. 

Upon authority of In re Johns-Manville, Inc., 55 App. D. C. 142, 2F. 
(2d) 944 [15 T.-M. Rep. 29], and the cases there cited, I am nevertheless of 
the opinion that the Examiner of Interferences was right in refusing to 
register applicant’s mark. It will be observed that applicant’s “readily 
visible distinctive warp threads” are not restricted to any particular color, 
and under the authorities they are thus devoid of trade-mark significance. 
In the Johns-Manville case the mark under consideration was “a colored 
band, preferably of paper, placed on the inside wall and at one end of a 
section of cylindrical pipe covering.” In the course of its opinion the court 
said: 

Inasmuch as appellant’s band is not restricted to any distinctive color, 
it possesses no feature, irrespective of the manner of application, which 
would tend to distinguish the goods or their origin. 

Counsel for applicant insists that applicant’s mark does in fact denote 
origin of the goods on which it is used. There is, however, no sufficient 
evidence that such is the case; and even if it were, that fact alone would not 
be conclusive. While the primary function of a trade-mark is to indicate 
origin, it does not follow that all indicia of origin are registrable as trade- 
marks. Very frequently they are not.? 


Conflicting Marks 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences sustaining the opposition of Lawrence R. Bradley to the 
application of A. C. Buschman & Co., Inc. for registration of a 
trade-mark for use with “synthetic lacquers and varnishes.”’ 

In his decision the Assistant Commissioner said: 

Applicant’s mark, used since May 27, 1937, is described in the Exam- 
iner’s decision as follows: 

“The mark disclosed in the drawing of the application in question con- 
sists of the picture of a seal balancing a ball upon its nose, in association 
with the-words “Lacquers” and “Synthetics,” the words “Balanced Coatings” 


appearing on the ball. These words, being descriptive of the goods, are 
disclaimed.” 


2 International Braid Company v. Thomas French & Sons, Ltd., Opp’n 
No. 18,563, 163 M. D. 540, July 5, 1940. 
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Cr 


Opposer is the owner of a trade-mark registration issued March 21, 
1933, in which the goods are described as “a chemical composition, used as 
a vehicle for paints, and/or in conjunction with other vehicles, such as 
varnishes, enamels and the like; also used as a wall primer.” The registered 
mark comprises the picture of a seal with a can balanced on its nose, the 
word “Periseal,” and the notation “Spar Vehicle” which is disclaimed. 

There can be no question but that the goods of the parties are of the 
same descriptive properties within the meaning of the Trade-Mark Act. 
Applicant urges, however, that the two marks are not confusingly similar, 
insisting that the predominant feature of opposer’s mark is the word “Peri- 
seal.” While that word is more prominently displayed than is the represen- 
tation of the seal, the latter feature must, nevertheless, be considered in 
comparing the marks as a whole; and it must be remembered that in ap- 
plicant’s mark the picture of a seal in similar posture, likewise bearing an 
object upon its nose, is the only feature not disclaimed. It seems to me 
that there is at least sufficient similarity between the two marks to create 
a doubt upon the question of probable confusion; and such doubt must, of 
course, be resolved in opposer’s favor.’ 


Descriptive Marks 


Frazer, A. C.: Held that National Blank Book Company is not 
entitled to register the notation “Metal-Holed,” under the provisions 
of the act of February 20, 1905, as a trade-mark for “loose leaf book 
paper,’ on the ground that the mark is descriptive of the goods. 

In his decision the Assistant Commissioner said: 


Referring to such goods, applicant’s brief on appeal contains the follow- 
ing statement: 

“Sheets of this kind are provided with a plurality of perforations along 
the binding edge, through which the rings, posts, or wires of a loose leaf 
binder, are adapted to pass loosely. It has been customary to reenforce the 
sheets around the binding perforations with linen, paper, or metal reen- 
forcements.” 

Applicant’s reinforcements are of copper, and are perforated in order 
to permit the insertion of binding rings. 

According to Funk & Wagnalls New Standard Dictionary the word 
“hole” is a verb meaning “to make a hole or holes in; perforate; as, to 
hole fence-posts for the insertion of rails.” Applicant’s paper is thus 
equipped with holed or perforated copper reinforcements, which are aptly 
described by the expression “Metal-Holed.” 

Applicant offers to disclaim each of the words apart from the other, 
in accordance with the practice authorized in Ex parte Pillsbury Flour 
Mills Co., 159 M. D. 347, 1935 C. D. 1 [24 T.-M. Rep. 590]. However, the 
doctrine of that case was expressly repudiated by the Court of Customs 
and Patent Appeals in the case of In re The Midy Laboratories, Inc., 26 
C. C. P. A. 1294, 104 F. (2d) 617 [28 T.-M. Rep. 376], where it was held in 


’Lawrence R. Bradley v. A. C. Buschman & Co., Inc., Opp’n No. 
17,326, 163 M. D. 544, July 9, 1940. 
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effect that no mark may be registered under the Act of 1905 that does not 
include at least one element that is registrable without disclaimer.* 


Geographical Terms 


Frazer, A. C.: Held that Minnesota Mining & Manufacturing 
Company is not entitled to register the word “Scotch,” under the 
provisions of the Act of February 20, 1905, as a trade-mark for 
adhesive tape. 

The Assistant Commissioner pointed out that the Examiner re- 
fused registration on the ground that the mark is “merely a geo- 
graphical name or term,” and is thus forbidden registration by the 
express terms of the act. 

He then said: 


In my opinion the Examiner was clearly right. Counsel for applicant 
points out that the word has other meanings, but I agree with the Examiner 
that they are relatively unimportant. Primarily it signifies Scottish origin, 
and would, I think, be so construed by most purchasers as applied to the 
goods in question.® 


Goods of Different Descriptive Properties 


Van Arspate, A. C.: Held that American Lead Pencil Company 
is not entitled to register the word “Venus” as a trade-mark for 
make-up and eyebrow pencils. 

Pointing out that the Examiner refused registration on the 
ground that the mark is confusingly similar to the marks presented 
in three cited registrations for perfumes and cosmetic goods of vari- 
ous sorts and antedating applicant’s asserted date of first use for 
make-up and eyebrow pencils, the Assistant Commissioner said: 

Applicant owns a registration, No. 40,090, issued in 1903 of the word 
“Venus” for lead pencils, and asserts that for over thirty-seven years it has 
used this mark nationally on an extensive scale on many different kinds of 
pencils, such as lead pencils, colored pencils, copying pencils, drawing pen- 
cils, and crayons, and that due to this long and extensive use of the mark 


on these different kinds of pencils the public generally would be more likely 
to associate the mark “Venus” when used on eyebrow pencils with applicant 


Ex parte National Blank Book Company, Ser. No. 407,195, 163 M. D. 
47, July 12, 1940. 

5 Ex parte Minnesota Mining & Manufacturing Company, Ser. No. 389,- 
653, 163 M. D. 563, July 31, 1940. 
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rather than with manufacturers who have associated the word “Venus” with 
cosmetics which are not in the form of wooden pencils. Applicant further 
asserts that the public generally would view its wooden eyebrow pencils 
essentially as pencils rather than as cosmetic goods, and that for applicant 
to extend the use of the word “Venus” to make-up and eyebrow pencils is 
merely a natural extension of applicant’s trade-mark rights flowing from 
applicant’s long use of the mark on lead pencils. 

Applicant does not state that eyebrow pencils are sold at the same store 
counters as applicant’s other pencils, and I consider it more likely that eye 
brow pencils would normally be found at cosmetic counters of stores with 
other cosmetic goods and not at stationery counters with lead pencils, 
crayons and other items of stationery; and that pencils, crayons and other 
marking implements recognized as stationery would not normally be found 
at cosmetic counters. It seems to me purchasers of eyebrow pencils would 
associate them with cosmetic goods and with manufacturers of cosmetics 
rather than with stationery and with manufacturers of lead pencils, colored 
pencils and crayons as items of stationery. Therefore, not withstanding 
the similarity in appearance between eyebrow pencils and lead pencils, 
colored pencils and crayons, in my opinion registration by applicant of the 
word “Venus” for eyebrow pencils would be likely to cause mistake and 
confusion in the mind of the public with each of the registered marks relied 
on by the Examiner; these registrations featuring the word “Venus” in 
their composite marks with such prominence that in my opinion the word 
“Venus” alone is confusingly similar thereto. 

In addition it is noted that one of the items specified in cited registra- 
tion No. 215,313 is lipsticks, and since the application does not specify that 
the make-up and eyebrow pencils be wooden, the statement of goods appears 
broad enough to include lipsticks, particularly as one definition of “pencil” 
given in Funk & Wagnall’s New Standard Dictionary, 1926 is: “9. Rouge 
or similar material in stick form.” Thus with respect to make-up pencils 
which are lipsticks the application and that prior registration cover goods 
which are identical. 

I do not consider make-up and eyebrow pencils so similar in character 
and descriptive properties to lead pencils that applicant’s prior registration 
of the word for lead pencils entitles applicant at this time to registration 
of the word for make-up and eyebrow pencils over the cited intervening 
registrations. The mere fact that all are pencils is not enough. I think 
the differences in the character and uses of the goods are controlling.® 


Goods of Same Descriptive Properties 


Frazer, A. C,: Disposed of appeals in two trade-mark proceed- 
ings. In one proceeding Reid, Murdoch & Co. opposed a trade-mark 
registration applied for by Monarch Wine Co., Inc. and in the other 
petitioned for the cancellation of a trade-mark registration owned by 


the same concern. The Assistant Commissioner affirmed the deci 


6 Ex parte American Lead Pencil Company, Ser. No. 400,283, 163 M. D. 


549, July 12, 1940. 
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sions of the Examiner of Interferences sustaining both the opposi- 
tion and the petition for cancellation. 
In his decision the Assistant Commissioner said: 


The mark of the opposed application is the notation “Monarch Amber 
Semi-Sweet,” with a disclaimer of the words “Amber Semi-Sweet.” The 
mark of the registration sought to be canceled is the notation “Old Mon- 
arch” in association with various design features. Both marks are appro- 
priated to wines. 

The mark upon which appellee relies, and which it had been using for 
many years before appellant’s adoption of either of the marks here in 
question, is the word “Monarch,” usually in association with a picture of a 
lion’s head. This mark is applied to a large variety of products, mostly 
groceries and confectioneries, but also including ginger ale, cider, and 
vrape juice, for which latter item it has long been registered. I agree with 
the Examiner of Interferences that grape juice is more nearly related to 
appellant’s goods than are any other articles with which appellee’s mark is 
used, and in the view I take of the case it is the only product that need be 
considered. 

\ppellant argues that grape juice and wine are not of the same descrip- 
tive properties, and that even if it be held that they are, their specific differ- 
ences are sufficient, in view of the differences between the marks under which 
they are sold, to insure against confusion in trade. I think the argument is 
untenable. Appellant’s wines and appellee’s grape juice are both beverages 
made from grapes. Both are sold in bottles, frequently over the same 
counters and to the same class of purchasers. I cannot escape the convic- 
tion that their sale under the same or similar trade-marks would lead many 
members of the public to believe that they had a common source of origin. 
In my opinion it is clear that they constitute merchandise of the same 
descriptive properties within the meaning of the Trade-Mark Act. 

Nor do I believe that either of appellant’s marks differs sufficiently from 
appellee’s mark to obviate the probability of confusion. The marks are not 
identical, but the fact that each is dominated by the word “Monarch” would 
alone seem sufficient to indicate a reasonable likelihood that some purchasers 
would be deceived.* 


Van Arspate, A. C.: Affirmed the decision of the Examiner of 
Interferences sustaining the notice of opposition filed by The Proc- 
ter & Gamble Company to the application of Cameo Corporation 
for registration of a trade-mark comprising the word “Cameo” asso- 
ciated with a cameo-like bust-profile picture of a woman shown in 
all white on an oval black background, for a preparation used as a 
general household cleanser. 

In his decision the Assistant Commissioner said: 


"Reid, Murdoch & Co. v. Monarch Wine Co., Inc., Opp’n No. 16,850, and 
Reid, Murdoch & Co. v. Rebecca Applebaum (Monarch Wine Co., Inc., 
Assignee, Substituted), Canc. No. 3311, 163 M. D. 542, July 5, 1940. 
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From the record it appears that applicant has used the mark only on a 
cleansing powder intended for cleaning bathroom and kitchen fixtures, 
porcelain, enamel ware, painted surfaces, pots and pans, etc., and that the 
cleanser is sold to the consumers in sifter cans adapted to fit into specially 
designed dispensing containers. 

In this opposition proceeding, opposer has established use and registra- 
tion of the word “Camay” and of a white silhouette-like profile picture of 
the head and neck of a woman shown in all white on a circular black back- 
ground, for toilet and bath soap, the uses and registrations being prior to 
the date of first use asserted by applicant of the mark of the opposed 
application. 

Applicant strenuously contends that opposer has consented to and has 
acquiesced in applicant’s use of the opposed mark on applicant’s cleansing 
preparation and that opposer is thereby estopped from maintaining this 
opposition and from claiming likelihood of damage by the granting of the 
registration; and further asserts that such consent and acquiescence by op- 
poser and the conduct of opposer conclusively establish that the goods to 
which opposer’s marks are applied and applicant’s goods are not goods of 
the same descriptive properties and that applicant’s mark is not sub- 
stantially the same as either of opposer’s marks which are relied on herein. 

A thorough review of the record and briefs convinces me that opposer 
never had any intention of consenting to or acquiescing in applicant’s use 
of the word “Cameo” on its cleansing preparation and had no intention 
of leading applicant so to believe. It may be, as stated by one of ap- 
plicant’s officers, that he assumed opposer had so acquiesced and consented, 
but in my opinion, the record presented requires that opposer be held not 
estopped to maintain this opposition proceeding, and that opposer’s conduct 
does not establish the goods of the parties to be of the same descriptive 
properties or the marks to be substantially similar. 

It is true, as applicant points out, that the goods are specifically dif- 
ferent and it is doubtful that consumers would consider a cake of opposer’s 
hand and face soap to be the same thing as a can of applicant’s house- 
hold cleanser intended for coarse household cleaning; but this is not con- 
trolling. I consider the goods to be of the same descriptive properties be- 
cause, as shown by the record, both goods are cleansers, and applicant’s 
cleanser contains soap and similar materials, and both goods are sold in the 
same stores at similar moderate prices, and principally to housewives for 
household use as detergent cleansers. 

* nal * 


In my opinion, the goods involved are of the same descriptive properties 
and the mark of the opposed application so nearly resembles each of the 
asserted marks in use and registered by opposer, that concurrent use of 
these marks by the parties hereto on the goods on which the marks are 
applied would be likely to cause confusion and mistake in the mind of 
the public and to deceive purchasers, with consequent damage to opposer.® 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences dismissing the petition of Winchester Repeating Arms 


8 The Procter & Gamble Co. v. Cameo Corporation, Opp’n No. 17,862, 
163 M. D. 552, July 16, 1940. 
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Company (Western Cartridge Company, Assignee, Substituted) to 
cancel two trade-mark registrations issued to Wincharger Corpora- 
tion for goods described as “prime-mover-driven electric generator 
combinations.” 

Observing that the registered marks are ‘““Wincharger” and “Hi- 
Way Wincharger,’ the Assistant Commissioner pointed out that 
the petition is predicated upon petitioner's ownership of the trade- 
mark “Winchester,” registered for numerous articles of merchandise 
before respondent’s adoption of either of its marks here involved, 
and that, of the articles mentioned, electric batteries appear to be 
most closely related to respondent’s goods. 

He then said: 


Respondent’s device is a wind-driven generator assembly suitable for 
use in charging electric storage batteries. It is sold to farmers and to in- 
habitants of rural communities where electric current is not commercially 
available. It has no utility in connection with such batteries as those in 
which petitioner deals, because they are of the dry cell type, and a dry cell 
battery cannot be recharged. It is true that petitioner manufactures a dry 
cell radio battery, and that respondent’s device is widely used in charging 
radio storage batteries; and petitioner argues that the goods are thus com- 
petitive. It appears, however, that storage batteries and dry cell batteries 
are not interchangeable in radio receiving sets. In other words, a set 
designed for use with one type of battery will not operate with the other. 
Moreover, respondent’s generator unit does not take the place of either type. 
It functions only to charge a storage battery. A direct connection between 
the generator and a radio set would, according to the testimony, “burn the 
tubes out in short order.” 

As I find myself in agreement with the Examiner of Interferences that 
the goods of the parties with which their trade-marks are respectively used 
are not merchandise of the same descriptive properties within the meaning 
of the statute, the similarity of the marks becomes immaterial.® 


Frazer, A. C.: Reversed the decision of the Examiner of Inter- 
ferences and sustained the opposition of Winchester Repeating 
Arms Company (Western Cartridge Company, Assignee, Substi- 
tuted) to the application of Wincharger Corporation for registration 
of the notation ““Wincharger” as a trade-mark for electric storage 
batteries. 


® Winchester Repeating Arms Company (Western Cartridge Company, 
Assignee, Substituted), v. Wincharger Corporation, Canc. No. 3393, 163 
M. D. 555, July 18, 1940. 
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Observing that opposer relies upon its ownership of the trade- 
mark “Winchester,” registered and in use for electric batteries since 
a date long prior to applicant’s adoption of the mark sought to be 
registered, the Assistant Commissioner said: 


That electric batteries and electric storage batteries are merchandise of 
the same descriptive properties seems self-evident. It appears, however, 
that the batteries in which opposer actually deals are all of the dry cell 
type; and it was the Examiner’s opinion that the specific differences between 
storage batteries and dry cell batteries, considered in connection with the 
differences between the marks of the parties, are “sufficient to obviate any 
reasonable likelihood of confusion as a result of concurrent use of these 
marks in trade. 

I am unable to agree with the Examiner’s conclusion. The two words 
“Winchester” and “Wincharger” contain the same number of letters, the 
first five and the last two being identical; they are both three-syllable words, 
with the accent normally on the first syllable; they do not differ greatly in 
sound; and, as displayed in the registration and the application, they are 
quite similar in appearance. I think their use on goods so nearly related as 
dry cell batteries and storage batteries may readily lead to confusion.’” 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences sustaining the opposition of Cohen, Goldman & Co., Inc. 
to an application of Supertex Clothes, Inc. (Gilerest Clothes Cor- 
poration, Assignee, Substituted) for registration of the notation 
“Supertex” as a trade-mark for men’s and boys’ suits, overcoats 
and topcoats, use being claimed since June 28, 1932. 

The Assistant Commissioner observed that the opposition is 
predicated upon opposer’s ownership of the trade-marks “Summer- 
tex,” registered May 31, 1927; “Sports-tex,”’ registered May 26, 
1931; and ‘“‘Super-tex,” alleged to have been used since August 4, 
1928, and that all three of these marks are appropriated to mer- 
chandise substantially the same as that with which applicant’s 
mark is used. 

He then said: 


In an interference proceeding between the same parties (No. 2798), in- 
volving opposer’s “Super-tex” mark and applicant’s mark here sought to 
be registered, I am rendering a decision concurrently herewith awarding 
priority of use to opposer. If that ruling is correct it necessarily follows 
that the opposition was properly sustained. 


10 Winchester Repeating Arms Company (Western Cartridge Company, 
Assignee, Substituted) v. Wincharger Corporation, Opp’n No. 17,236, 163 
M. D. 554, July 18, 1940. 
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I am of the opinion also that applicant’s mark too nearly resembles op- 
poser’s registered mark. “Summer-tex,” to be used upon identical mer- 
chandise without likelihood of confusion. In significance these two marks 
differ considerably, but in appearance and in sound they are quite similar. 

As between opposer’s third mark, “Sports-tex,’ and applicant’s mark, 
I think there is sufficient difference in all respects to insure against any 
reasonable probability that confusion will result from their use.” 


Frazer, A. C.: In an interference proceeding involving the ap- 
plication of Cohen, Goldman & Co., Inc. filed August 1, 1935, for 
registration of the notation ““Super-tex”’ as a trade-mark for “men’s, 
boys’, and children’s outer garments consisting of coats, vests, pants, 
overcoats,’ and an application of Supertex Clothes, Inc. filed De- 
cember 21, 1935, for registration of the word “Supertex”’ as a trade- 
mark for “men’s and boys’ suits, overcoats and topcoats,’ Assistant 
Commissioner Frazer affirmed the decision of the Examiner of Inter- 
ferences adjudging Cohen, Goldman & Co., Inc., to be prior in use 
and entitled to the registration applied for. 

In his decision the Assistant Commissioner said: 


Supertex Clothes, Inc., adopted the mark disclosed in its application in 
June, 1932, and continued to use it for about six years. During the summer 
of 1938, however, that concern disposed of all its assets and discontinued 
business. Assignments were thereafter executed, purporting to transfer 
the mark, the application for registration, and “the good-will of the busi- 
ness in connection with which said mark is used,” first from Supertex Clothes, 
Inc., to Mollie Kaufman; then from Mollie Kaufman to Martha Singer and 
Ruth Ratner; then from Martha Singer and Ruth Ratner to Art Fashion 
Clothes, Inc.; and finally, on April 24, 1939, from Art Fashion Clothes, Inc., 
to appellant. 

That the first three of these assignments were invalid is clear beyond 
argument. As pointed out by the Court of Customs and Patent Appeals in 
Kelly Liquor Co. v. National Brokerage Co., 26 C. C. P. A. 1110, 102 F. 
(2d) 857, “a trade-mark can be transferred only in connection with the 
transfer of an existing business.” When it is assigned to Mollie Kaufman, 
Supertex Clothes, Inc., had no existing business to transfer; hence the only 
legal effect of the assignment was an abandonment of the mark by the as- 
signor. LaFayette Brewery, Inc. v. Rock Island Brewing Co., 24 C. C. P. A. 
925, 87 F. (2d) 489 [27 T.-M. Rep. 240]. Mrs. Kaufman made no use of 
the mark, nor did either of her immediate assignees; so that the latter had 
nothing to assign to Art Fashion Clothes, Inc. 

Art Fashion Clothes, Inc., appears to. have used the mark to some ex- 
tent between August, 1938, and April, 1939; and for the purpose of this 


11 Cohen, Goldman & Co., Inc. v. Supertex Clothes, Inc. (Gilerest Clothes 
Corporation, Assignee, Substituted), Opp’n No. 15,880, 163 M. D. 556, 
July 23, 1940. 
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decision it may be assumed that whatever rights resulted from such use 
were transferred to appellant. Those rights, however, were based upon 
adoption and use of the mark after its abandonment by Supertex Clothes, 
Inc., in August, 1938; and that is the eariiest date of use which appellant is 
entitled to claim. As that was three years subsequent to appellee’s filing 
date, the latter’s asserted early use of its mark, though questioned by 
counsel for appellant, need not be investigated.” 


Frazer, A. C.: Reversed a decision of the Examiner of Inter- 
ferences and dismissed the opposition of Ten-O-Win Amusement 
Company to the application of Julius Sanders for registration of the 
trade-mark ““Spin-Win.” 

Observing that applicant’s goods are described as a game to be 
played in movie theatres and the like involving the use of consecu- 
tively numbered cards or tickets and a spinning device to determine 
the lucky number according to a predetermined set of rules and that 
opposer’s mark is essentially the notation “Ten-O-Win,” registered 
for an amusement apparatus consisting of multiple discs, the As- 
sistant Commissioner pointed out that no evidence was filed by either 
party so that it was necessary to decide the issues upon a mere 
comparison of the marks and the goods as disclosed in the opposer's 
registration and the opposed application. 

He then said: 


To hold without more that these two items do or do not possess the same 
descriptive properties would be sheer speculation. The character of ap- 
licant’s device is made fairly clear, but opposer’s goods are so vaguely 
desctae as to elude anything approaching an accurate conception of their 
nature. It may be that they are very closely related to applicant’s goods, 
but,, if so, that was a fact to be proved. 

Counsel for opposer points out that the goods of both parties are clas- 
sified in class 22. Patent Office classification, however, is not conclusive on 
the question of descriptive properties. Harlan-Wallins Coal Corp. v. 
Transcontinental Oil Co., 20 C. C. P. A. 944, 64 F. (2d) 122 [23 T.-M. Rep. 
208]. Class 22 comprises “games, toys, and sporting goods.” For search 
purposes this grouping is logical and convenient, but obviously it includes 
a great many articles of unrelated merchandise whose descriptive properties 
differ widely. 

As I am unable, in the absence of proof, to adopt the finding of the 
Examiner of Interferences that the goods of the parties here involved are of 
the same descriptive properties, the alleged similarity of the marks under 


12 Supertex Clothes, Inc. (Gilcrest Clothes Corporation, Assignee, Sub- 
stituted) v. Cohen, Goldman & Co., Inc., Int. No. 2798, 163 M. D. 557, 
July 23, 1940. 
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which such goods are sold becomes immaterial and need not be determined. 
General Mills, Inc. v. Freed, 24 C. C. P. A. 1171, 89 F. (2d) 664 [27 T.-M. 
Rep. 328] .18 


Frazer, A. C.: Affirmed the decisions of the Examiner of Inter- 
ferences and dismissed both the opposition of Ciba Pharmaceutical 
Products, Inc. and the opposition of Society of Chemical Industry 
in Basle in two proceedings involving the application of Abbott 
Laboratories, of North Chicago, IIll., for registration of the notation 
“Dical-D,” with a disclaimer of the final “D,” as a trade-mark for 
medicinal wafers containing dicalcium phosphate and viosterol. 

Observing that applicant’s product is recommended for the re- 
lief of dietary deficiencies, and that the mark has been used since 
December 28, 1937, the Assistant Commissioner said: 


The opposer Society of Chemical Industry in Basle is a Swiss concern, 
and the opposer Ciba Pharmaceutical Products, Inc., is its exclusive United 
States agent. Both rely upon the said society’s ownership of registrations 
issued July 7, 1914, and July 22, 1919, respectively, of the trade-marks 
“Dial-Ciba” and “Dial” for “a pharmaceutical product—viz., C.C-diallylbar- 
bituric acid—and particularly applicable as a dormitive and a sedative.” 

The Examiner of Interferences was of the opinion that in view of the 
differences between the goods, and the differences between the marks under 
which they are sold, there is no reasonable likelihood that confusion will 
result from the use of applicant’s mark, and thus dismissed the oppositions. 
After a careful review of the record I am constrained to agree with the 
Examiner’s conclusion. 

Broadly speaking the goods of the parties are doubtless of the same 
descriptive properties; but they differ widely in many of their essential 
characteristics, are used for entirely different purposes, and are in no 
sense competitive. They are both sold in drug stores, but that fact is not 
of controlling importance. As was observed by the Court of Customs and 
Patent Appeals in the recent case of Kraft-Phenix Cheese Corporation v. 
Consolidated Beverages, Ltd., 27 C. C. P. A. 803, 107 F. (2d) 1004 [30 T.-M. 
Rep. 52]. “It is a matter of common knowledge that such institutions sell 
an almost unlimited variety of articles in distinct and substantially unre- 
lated lines of trade.” 

If applied to identical merchandise it may be that the two marks “Dial” 
and “Dical-D” are too nearly similar in sound and appearance to be con- 
currently used without confusion, but that is not the situation here 
presented.!4 





18 'Ten-O-Win Amusement Company v. Julius Sanders, Opp’n No. 18,625, 
163 M. D. 559, July 23, 1940. 

14Cjba Pharmaceutical Products, Ine. v. Abbott Laboratories, and 
Society of Chemical Industry in Basle v. Abbott Laboratories, Opp’n Nos. 
17,742, and 17,748, 163 M. D. 560, July 24, 1940. 
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Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences and sustained the opposition filed by Huntington Labora- 
tories, Inc., of Huntington, Ind., in two proceedings, one of which 
involved an application of The Mathieson Alkali Works (Inc.) for 


registration of the notation “Aqua-San” as a trade-mark for “a 


chlorine carrier, algaecide, fungicide, deodorant and disinfectant, 
especially for purposes of water treatment,” and the other involved 
an application of the same party for registration of the notation 


“Lustra-San” as a trade-mark for “bactericide, germicide, deodorant, 
insecticide, and fungicide.”’ 


The Assistant Commissioner quoted from the stipulated facts 


with respect to applicant’s goods, and then said: 


The trade-marks relied upon by opposer, and the goods to which they 
are respectively appropriated, include “Liqua-San” for liquid soap, “Auto- 
San” for soap, and “Derma-San” for a disinfectant. It is my opinion that 
all these goods and those of applicant are of the same descriptive properties 
within the meaning of the Trade-Mark Act, and that each of the marks 
sought to be registered so nearly resembles either of these three marks of 
opposer as to be likely to confuse the public if used concurrently there- 
with. 

There is no proof that any confusion has actually occurred, and I am 
inclined to agree with counsel for applicant that under present conditions 
with respect to applicant’s sales methods and markets there is but little 
likelihood of confusion. However, applicant is not bound to maintain such 
conditions; and the fact that its products have not been sold for house- 
hold use does not preclude such sales in the future. In other words, there 
is no reason, so far as appears from the record, why applicant’s goods 
should not be sold at retail through the same stores and to the same cus- 
tomers as are opposer’s goods. In that event all such goods would be 
closely related in use, and mistake as to origin would become highly 
probable. 

Counsel for applicant insist that the only feature of similarity between 
the marks of the parties is the common suffix “San.” It will be observed, 
however, that all of the marks are three-syllable expressions, and that in 
each this suffix is separated by means of a hyphen. This arrangement, and 
the fact that the portion of each mark preceding the hyphen is more or less 
suggestive of the goods to which the mark is applied, lends weight to op- 
poser’s contention that the arbitrary term “San” predominates, and is the 


feature of all the marks upon which purchasers would be most likely to rely 
as indicating origin of the goods.® 


15 Huntington Laboratories, Inc. v. The Mathieson Alkali Works, Opp’n 
Nos. 18,525 and 18,526, 163 M. D. 561, July 29, 1940. 
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Frazer, A. C.: Affirmed the decision of the Examiner of Trade- 
Marks and held that Mutual Dealers Wholesale, Inc. is not entitled 
to register the notation “Canada 200,” under the provisions of the 
Act of March 19, 1920, as a trade-mark for antifreeze liquid, in 
view of the prior registration under the provisions of the Act of 
February 20, 1905, of the notation “Super Pyro ‘200’ ”’ for use with 
substantially identical goods. 

The Assistant Commissioner said: 


Resolving doubts in favor of the registrant, whose certificate of registra- 
tion antedates applicant’s first use of the mark here sought to be registered 
by several years, I am not prepared to say that the Examiner was wrong. 
Obviously, the two marks differ in many respects; but the occurrence in 
both of the same numerical feature which, as pointed out by the Examiner, 
is purely arbitrary, affords sufficient resemblance to make confusion at 
least reasonably possible. 


He then added: 


Applicant asserts, and offers to prove, that in actual use this numerical 
feature is omitted from the registered mark. If the mark, as registered, 
‘is not used by the registrant, or has been abandoned,” applicant’s remedy 
is by petition to cancel, as provided in Section 13 of the act.'® 


Non-Conflicting Marks 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences dismissing the petition of William J. Wardall, Trustee of 
the Estate of McKesson & Robbins, Inc., Debtor, to cancel trade- 
mark registration No. 365,764, issued March 14, 1939, under the 
provisions of the Act of March 19, 1920, to Novitiate of Los Gatos. 

Observing that respondent’s mark is the notation “Santa Clara 
Mission” and the goods to which it is appropriated are wines, and 
that the petition to cancel is predicated upon petitioner’s ownership 
of two earlier registrations, under the Act of February 20, 1905, of 
the notation “Santa Alicia,” one for wine and the other for brandy, 
gin, whisky, and alcoholic cordials, the Assistant Commissioner 
pointed out that the only question for determination was whether 
or not respondent’s mark so nearly resembles the mark of petitioner 


as to be likely to cause confusion. 


16 Ex parte Mutual Dealers Wholesale, Inc., Ser. No. 422,340, 163 M. D. 


564, July 31, 1940. 
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Because counsel for petitioner cited a number of cases in an at- 
tempt to establish the existence of confusing similarity between the 
two marks, the Assistant Commissioner said, in the language of the 
Court of Customs and Patent Appeals in Oakite Products, Inc. v. 
H. Kirk White & Co., 27 C. C. P. A. 712, 107 F. (2d) 590 [29 T.-M. 
Rep. 638], “each trade-mark case where the issue involved is solely 
that of similarity of marks must, in the final analysis, be determined 
largely upon the basis of opinion as to such similarity and not by 
comparison with other cases involving other words,’ and concluded 
as follows: 


It is my opinion that respondent’s mark and the mark of petitioner, con- 
sidered in their entireties, differ sufficiently in appearance, sound and mean- 
ing to obviate any reasonable likelihood of confusion in their use.17 


17 William J. Wardall, Trustee of the Estate of McKesson & Robbins, 


Inc., Debtor v. Novitiate of Los Gatos, Cane. No. 3505, 163 M. D. 561, July 
12, 1940. 





CORRECTION 


In our September, 1940, issue, at page 500, the names of counsel 
in the case of Coty, Inc. v. Willingmyre should have been given as 
follows: 


L. G. Bernstein, of New York City, and Hirsch W. Stalberg, 
of Philadelphia, Pa., for plaintiff. 
A. G. Goldin, of Philadelphia, Pa., for defendant. 





